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n the early 2000s, following the Federal Circuit's

1998 decision in State Street Bank v. Signa-

ture Financial Group, the floodgates opened to

patenting computing inventions. Those flood-

gates were abruptly closed in the wake of the
Supreme Court’s decisions in In Re Bilski in 2010
and Alice Corp. v. CLS Bank in 2014, after which
the landscape of subject matter eligibility under 35
U.S.C. §101 has presented difficult challenges for
innovators, particularly those in emerging computing
fields such as artificial intelligence (Al).

However, recent actions by United States Pat-
ent and Trademark Office (USPTO) Director John
Squires, who in 2025 assumed the role as the 60th
Director of the USPTO, signal a significant shift back
toward a more patentee-friendly environment. This
shift presents an opportunity for innovators to recon-
sider patent protection for Al and other leading-edge
computing inventions, which previously may have
been rejected under Section 101 as directed to unpat-
entable subject matter.

I. Background: Patent Eligibility Under 35 U.S.C.
§101

35 U.S.C. §101 acts as a threshold inquiry defining
what types of inventions are eligible for patent pro-
tection. Pursuant to Section 101, patent protection

is limited to processes,
machines, manufactures,
and compositions of mat-
ter. However, to prevent the
monopolization of “basic
tools of scientific and
technological work,” the
Supreme Court has carved
out three judicial exceptions
to these otherwise patent-
eligible categories: abstract
ideas, laws of nature, and natural phenomena. See
Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 573 U.S. 208,
216 (2014). The Court has emphasized that an
invention is not per se ineligible for patent protection
simply for incorporating a judicial exception. Instead,
claims which recite a judicial exception, but contain
additional elements that amount to “significantly
more” than the judicial exception itself, are still
patent-eligible.

In recent years, Al and other advanced technolo-
gies have often been considered “mathematical algo-
rithms” or “mental processes,” both of which were
deemed to fall into the patent-ineligible category
of abstract ideas. As a result, many companies in
this space have opted not to bother seeking patent
protection for these types of inventions, but instead
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have made the strategic decision to instead seek to
protect these inventions as trade secrets.

Il. The History of Subject Matter Eligibility
Declarations

In 2018, the Federal Circuit held in Berkheimer
v. HB Inc. that whether a patent claim element is
“well-understood, routine, and conventional” (as part
of the Section 101 analysis) is a question of fact.
Berkheimer v. HR Inc., 881 F.3d 1360, 1368 (Fed. Cir.
2018). Following this decision, the USPTO issued a
memorandum explicitly instructing patent examiners
that they must provide factual support if they assert
a claim element was “routine.” This implicitly opened
the door for applicants to submit evidence of facts to
the contrary. Thereafter, in 2019, the USPTO issued
revised guidance regarding patent subject matter eli-
gibility. USPTO, October 2019 Update: Subject Matter
Eligibility. That revised guidance further solidified the
procedure, noting that under MPEP Section 2106.07,
applicants could submit evidence under 37 CFR
1.132 to traverse Section 101 rejections.

As a result, subject matter eligibility declarations
(SMEDs) became somewhat more popular. These vol-
untary submissions made by applicants during exami-
nation of patent applications could be used to introduce
factual evidence to support the eligibility of their claims.
However, even now, SMEDs have been underutilized,
and practitioners have primarily relied on attorney argu-
ment to combat subject matter eligibility rejections
made under Section 101. In contrast, SMEDs provide
the advantage of introducing perhaps more persuasive
objective evidence, such as expert testimony, perfor-
mance data, and trade publications, to establish that
a patent claim includes additional elements which
amount to “significantly more” than one of the three
judicial exceptions to eligible subject matter.

lll. The 2025 Subject Matter Eligibility
Declaration Memos

On Dec. 4, 2025, Director Squires published two
memoranda focused on SMEDs: one directed to pat-
ent examiners and another setting forth best prac-
tices for patent practitioners. John Squires, Subject
Matter Eligibility Declarations, (Examiner memo);
John Squires, Best Practices for Submission of Rule
132 Subject Matter Eligibility Declarations (SMEDs),

(practitioner memo). These memos encourage the
use of SMEDs to proactively address and overcome
rejections based on subject matter ineligibility. This
initiative, along with other pro-patentee measures
taken by Director Squires, underscores a commit-
ment to making sure the USPTO is “wide open to
transformative technologies.” USPTO, Remarks by
Director Squires at the 2025 AIPLA Annual Meeting.

e The Examiner Memo: Mandatory Consideration

Director Squires’s first memo, directed to pat-
ent examiners, seeks to raise awareness regard-
ing SMEDs and reminds examiners that applicants
may voluntarily submit SMEDs to provide evidence
of subject matter eligibility. John Squires, Subject
Matter Eligibility Declarations. The memo instructs
examiners that when an SMED is timely and compli-
ant, the examiners must consider the submission on
the merits and weigh all relevant evidence of record
under the preponderance of the evidence standard. If
a Section 101 rejection is maintained, the examiner
must explain why the record evidence, including the
SMED, did not overcome the rejection.

Further, the memo provides examples of how
SMEDs can be used to demonstrate subject matter
eligibility, including by showing that the claims are
not directed to abstract ideas because they cannot
practically be performed in the human mind or result
in the improvement of the underlying technology, or
that the claims amount to “significantly more” than a
judicial exception.

e The Practitioner Memo: Best Practices for
Best Impact

Director Squires’s second memo, directed to prac-
titioners, addresses best practices for submitting
SMEDs. John Squires, Best Practices for Submission
of Rule 132 Subject Matter Eligibility Declarations
(SMEDs). Most significantly, Squires encourages
practitioners to file SMEDs as separate, stand-alone
submissions focused solely on Section 101 issues.
The memo further advises that while it is technically
permissible to include testimony alongside other
arguments in an office action response (as opposed
to an SMED), such an approach risks intertwining
issues. Further, it notes the combination of evidence
and attorney arguments in an office action response
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can lead to confusion regarding evidentiary weight
and may diminish the probative value of the evidence.
Submitting a stand-alone SMED avoids these issues
and ensures the evidence is clearly tied to the specific
subject matter eligibility rejection being traversed.

The memo further emphasizes that when submit-
ting an SMED, practitioners should ensure that there
is a nexus between the claimed invention and the
evidence, and that the evidence does not improperly
supplement the specification.

IV. The Broader Context

These memos are a direct extension of Director
Squires’ broader strategy to curb “overbroad Section
101 rejections” and promote U.S. innovation in trans-
formative technologies. John Squires, Subject Matter
Eligibility Declarations, at 1. Squires has made it a
priority to embrace advanced technologies, including
Al, blockchain technology, and medical diagnostics;
in September 2025, in his first official act as Director,
Squires ceremonially signed into issuance two pat-
ents in these fields.

Additionally, in that same month, Squires convened
the USPTO Appeals Review Panel (ARP) to review
and subsequently vacate a Patent Trial and Appeal
Board (PTAB) rejection of claims directed to training
machine learning models. Ex Parte Desjardins, Appeal
No. 2024-000567 (Sept. 26, 2025) (ARP decision). In
Ex Parte Desjardins, the claims involved training a
machine learning model on multiple tasks while pro-
tecting the knowledge gained from previous tasks.
The original PTAB panel found that the claims were
broadly directed to a patent-ineligible mathemati-
cal algorithm, and treated the remaining claim ele-
ments as “generic computer components,” ultimately
determining those claims would be invalid. Squires
rejected this approach and vacated the PTAB’s new
ground of rejection.

Inits decision, the ARP credited the claims for achiev-
ing technical improvements to the machine learn-
ing model itself, specifically citing advantages such
as reduced storage requirements, lowered system
complexity, and preventing “catastrophic forgetting.”

Squires stressed that a policy categorically excluding
Al innovations would jeopardize America’s leadership
in this critical technology area, and reaffirmed that
novelty, obviousness, and written description are the
“traditional and appropriate tools to limit patent pro-
tection to its proper scope”"—not Section 101.

This echoes a functionalist approach that commen-
tators have debated for years, with many supporting
such an approach under which Section 101 should be
interpreted as a coarse filter to broadly allow patent-
ing of subject matter, while the true gating function
for patent issuance should instead be relegated to
Sections 102, 103, and 112 of the Patent Act. See, e.g.,
David Swetnam-Burland & Stacy O. Stitham, Patent
Law 101: The Threshold Test as Threshing Machine,
21 TEX. INTELL. PROP. L.J. 135, 138-140 (2013).

Ultimately, Squires’s encouragement of the filing of
SMEDs by applicants—and his directive to examiners
to consider such submissions with care—are clearly
designed to further his stated policy goals of promot-
ing innovation and patenting in these technology areas.

V. Conclusion: An Opportunity for Innovators

Director Squires’s strong pro-patentee approach,
especially with respect to Al and other transformative
technologies, presents an opportunity for innovators
that previously may have assumed patent ineligibil-
ity for their inventions and therefore opted not to
pursue patent protection. These innovators may now
consider reassessing their technology and research
portfolios—and their efforts to file patent applica-
tions to protect innovations in those portfolios—in
light of these latest developments which may reduce
the difficulty of overcoming Section 101 rejections.
Armed with the USPTQ'’s rejuvenated enthusiasm for
SMEDs, patent practitioners may well find increased
success protecting innovations that in recent years
had seemed a lost cause.
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New York office of Baker Botts LLP and Chair of its
New York intellectual property group. Coleman Strine,
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