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Borrowing from a famous (albeit macabre) thought experiment 
in which the fate of a domesticated cat is surrendered to the 
whims of quantum physics, legal scholars have hypothesised 
the existence of “Schrödinger’s patents”– that is, patents that 
are simultaneously invalid and valid.1 Courts have echoed this 
conjecture. For example, in Crossroads Systems (Texas), Inc v Dot 
Hill Systems Corp, the court noted, “The possibility that the patent at 
issue might ultimately be adjudged both valid (with respect to the two 
products for which there was privity) and invalid (with respect to the 
remaining four products) – resulting in a fundamentally inconsistent 
result since patent validity is a single issue.”2 Similarly, the court in Power 
Integrations, Inc v ON Semiconductor Corp hypothesised that a patent 
“found invalid in a prior action” against one set of accused products may 
survive and “later [be] found valid” as to different accused products.3

Until recently, Schrödinger’s patents existed merely as a theoretical 
construct. But patent lawyers have now succeeded in creating an actual 
Schrödinger’s patent, at least in the limited laboratory environment of a 
US International Trade Commission (ITC) matter. Attorneys working on 
the case of Hyosung TNS, Inc v Diebold Nixdorf, Inc, No 3:16-CV-0364-N 
(ND Tex) recently managed to assert a patent that was previously found 
invalid by the Federal Circuit. In Hyosung TNS, Hyosung filed both a 
district court litigation and a parallel ITC complaint alleging infringement 
of four patents. While the district court matter was stayed, the Federal 
Circuit invalidated the claims of Hyosung’s ’235 patent, reversing the 
ITC’s prior ruling that those claims were definite. Following the Federal 
Circuit decision, Hyosung amended its district court complaint to allege 
infringement of only the ’235 patent. Diebold moved to dismiss the case 
based on the Federal Circuit’s indefiniteness finding. The district court 
denied the motion, noting that “there may be evidence not presented 
on the ITC record considered by the Federal Circuit that could merit a 
different claim construction and a different conclusion regarding validity 
of the ’235 patent.”4

The holding of Hyosung TNS may be surprising in view of Supreme 
Court of the US (SCOTUS) and Federal Circuit jurisprudence holding 

that patents follow Newtonian laws of life and death – in particular, 
that once a patent is found invalid in one forum, the patent owner 
may no longer assert that patent in any other forum. In Moffitt v 
Garr, for example, SCOTUS considered the effect of reissue under the 
Patent Act of 1836 on suits commenced before the original patent was 
surrendered. The court found that such “antecedent suits depend upon 
the patent existing at the time they were commenced, and unless it 
exists, and is in force at the time of trial and judgment, the suits fail.”5  
More than a century later, in Blonder-Tongue Labs, Inc v Univ of Illinois 
Foundation, SCOTUS held that a finding of invalidity estops the patent 
owner from asserting the invalid patent in subsequent suits.6

The Federal Circuit has since clarified the scope of that estoppel. In 
Mendenhall v Barber-Greene Co, the Federal Circuit held that a defence 
of collateral estoppel based on a prior determination of invalidity may 
be raised at any stage in the case, even if the defendant already lost on 
the issue of invalidity at trial and on appeal.7 In that case, Mendenhall 
asserted the same patents in separate suits against defendants Astec 
and Cedarapids.8 Mendenhall’s patents were found not invalid in its trial 
against Astec but were subsequently found invalid in its later trial against 
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Cedarapids. While its case was still pending on damages issues, Astec 
moved to vacate the judgment against it based on the invalidity finding in 
the Cedarapids suit. The district court denied the motion but the Federal 
Circuit reversed, holding that “the defence of collateral estoppel based 
on a final judgment of patent invalidity in another suit can be timely 
made at any stage of the affected proceedings.”9 Since Mendenhall, 
the Federal Circuit has held that its affirmance of an invalidity finding by 
the US Patent and Trademark Office in reexamination10 or inter partes 
review11 also gives rise to collateral estoppel.  

Despite its seeming conflict with that invalidity estoppel 
jurisprudence, Hyosung TNS is consistent with Federal Circuit cases 
limiting the deference given to ITC decisions.12 The Federal Circuit 
has held that not only do ITC decisions have no issue preclusive effect 
on district courts, but even “[Federal Circuit] appellate treatment 
of decisions of the commission does not estop fresh consideration 
by other tribunals”.13 That holding was based on the Senate report 
accompanying the Trade Act of 1974, which stated that ITC decisions 
in patent cases are not binding interpretations of patent law.14 It may 
therefore be possible that a patent can be determined invalid in the 
unique environment of the ITC while simultaneously remaining valid in 
the broader universe of the district courts. That said, district courts are 
“bound by any legal precedents established by” a prior Federal Circuit 
opinion stemming from an ITC investigation.15 Further investigation 
on appeal will therefore be required to confirm that Hyosung’s ’235 
patent actually exists in a quantum superposition of two mutually-
exclusive states of validity – (presumptively valid at the district court) 
and (determined indefinite by the Federal Circuit on appeal of an ITC 
decision) – or whether the Federal Circuit’s indefiniteness ruling is a 
purely legal finding requiring deference.16

The detection of a Schrödinger’s patent in Hyosung TNS seemingly 
violates the long-presumed principle that a patent, once invalidated, is 
invalid forever after. Time (and, possibly, appeal) will tell if Hyosung TNS 
has revealed unique circumstances under which a patent can be killed 
in one forum but remain alive in another.
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