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Differences in 
Establishing 
a Printed 
Publication during 
Examination and 
IPR Proceedings

Since the establishment of Inter 
Partes Proceedings (IPRs), practi-
tioners have considered the inter-
play between decisions issued by 
the Patent Trial and Appeal Board 
(PTAB) in IPRs and prosecution 
of patent applications before the 
U.S. Patent and Trademark Office 
(USPTO). This has been of particu-
lar import with regard to standards 
used to establish a printed publica-
tion as prior art under 35 U.S.C. 
§§ 102, 103. On January 31, 2020, 
the PTAB addressed an aspect of 
this issue in Ex Parte Grillo-Lopez,1 
which was designated as preceden-
tial on April 7.

Ex Parte Grillo-Lopez involved a 
decision on rehearing of an appeal 
stemming from an Examiner’s obvi-
ousness rejection of claims 15–17 
of U.S. Appln. No. 13/524,837.2 
On Appeal, the PTAB affirmed 
the Examiner’s rejection of claims, 
but designated a new ground of 
rejection under 35 U.S.C. § 103(a) 
in view of a transcript of a pub-
lic hearing held by the Food and 
Drug Administration’s Biological 
Response Modifiers Advisory 
Committee on July 25, 1997 (FDA 

Transcript).3 By contrast, in October 
2017, the PTAB in four separate 
IPR proceedings found that this 
same FDA transcript did not qual-
ify as a printed publication.4 What 
accounts for this apparent discrep-
ancy? According to the Board in 
Ex Parte Grillo-Lopez, examina-
tion before the USPTO and IPR 
proceedings before the PTAB have 
different standards for establishing 
a printed publication as prior art.5

In IPR proceedings, a petitioner 
bears an evidentiary burden for 
showing public accessibility, which 
differs before and after institution 
of an IPR. A petitioner seeking 
institution has to submit “evidence 
sufficient to establish a reasonable 
likelihood that the … reference was 
publicly accessible before the criti-
cal date of the challenged patent.”6 
After institution, a petitioner in an 
IPR proceeding bears the burden 
of proving public accessibility by a 
preponderance of the evidence.7 As 
explained by the PTAB, a “party 
asserting a reference as a prior art 
printed publication ‘should produce 
sufficient proof of its dissemination 
or that it has otherwise been avail-
able and accessible to the persons 
concerned with the art to which the 
document relates.’”8

During patent prosecution, on the 
other hand, an examiner is required 
to establish a prima facie case of 
unpatentability, including a pub-
lication date for a prior art refer-
ence.9 For a printed publication, 

this prima facie burden can be met 
by “setting forth the nominal pub-
lication date.”10 Once established, 
the burden shifts to the applicant to 
provide rebuttal evidence or argu-
ments that disprove the publication 
date established by the examiner.11

The PTAB in Ex Parte Grillo-
Lopez reinforced that the frame-
work set forth in IPR proceedings 
for establishing a printed publica-
tion does not apply to examina-
tion proceedings.12 Citing these two 
separate frameworks, the PTAB 
concluded that the FDA transcript 
was properly cited as a printed 
publication during examination, 
even though the petitioner failed 
to meet its burden of showing that 
the FDA transcript is a printed 
publication.13 In particular, to meet 
its prima facie burden the exam-
iner relied on: i) publication of the 
Notice of Hearing in the Federal 
Register; ii) attendance of the hear-
ing by an interested member of 
the public pursuant to the notice; 
and iii) requirement of the Federal 
Advisory Committee Act to create 
a transcript of the FDA committee 
meeting in support of public acces-
sibility.14 This showing was found to 
be sufficient to shift the burden to 
the applicant, who failed to prop-
erly disprove the public accessibility 
of the FDA transcript.15

Although Ex Parte Grillo Lopez 
stems from an initial examination 
of a patent application,16 the deci-
sion may also impact ex parte reex-
aminations. First, reexaminations 
are “conducted according to the 
procedures established for initial 
examination.”17 Second, In re Antor 
Media Corp., which was cited in Ex 
Parte Grillo Lopez to support the 
burden-shifting framework used by 
the USPTO,18 involves an appeal 
of five ex parte reexaminations.19 
Accordingly, the lower threshold 
for public accessibility outlined in 
Ex Parte Grillo Lopez may be appli-
cable to both original examinations 
and reexaminations.
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