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Under the doctrine of  equivalents (DOE), a patent 
owner can, in certain circumstances, enforce its patent 
against a third party who practices a device or process 
that is not literally encompassed by the patent claims. 
This route of  enforcement is not, however, without 
limitations; well-known limitations can arise where the 
accused device or process is not insubstantially different 
from the claims at issue, or where statements made by 
the patent owner during prosecution rise to an estop-
pel against the scope of  asserted equivalents. A lesser 
known doctrine that can limit the application of  DOE 
can arise when the use of  the DOE “ensnares” or cov-
ers the prior art. This restriction on DOE, known as 
the ensnarement doctrine, has received more recogni-
tion lately as certain large-sum jury verdicts have been 
overturned on the basis that the applicable DOE theory 
ensnared the prior art.1 This article presents a practical 
approach to understanding the ensnarement doctrine in 
view of  recent developments.

A. The Ensnarement Defense 
and Burden Shifting

The ensnarement doctrine reflects the view that a pat-
ent holder should not obtain coverage through the doc-
trine of  equivalents over subject matter that it could 
not have obtained from the United States Patent and 
Trademark Office (USPTO) in the first place. Said 
another way, a patent holder should not be permitted to 
claim infringement based on an equivalent that would 
have been anticipated or rendered obvious by the prior 
art. The courts have determined that to allow this would 
unfairly give the patent holder the right to encompass 
prior art that it could not have obtained within the lit-
eral claim language.2

Importantly, although the ensnarement defense con-
siders the scope of the prior art and may seem in some 
respect to be a validity analysis, it is an infringement 

analysis. Thus, the burden to show that its DOE theories 
do not ensnare the prior art lies ultimately with the pat-
ent owner.

To determine ensnarement, certain courts have found 
it useful to draft a hypothetical claim that literally cov-
ers the prior art, and then determine whether that hypo-
thetical claim would have been valid over the prior art.3 
“Under a hypothetical claim analysis, a patentee pro-
poses a hypothetical claim that is sufficiently broad in 
scope to literally encompass the accused product or pro-
cess.”4 Although courts have held that the patent holder 
is responsible for showing no ensnarement, they like-
wise have held that it does not make sense for the patent 
holder to also be responsible to identify the scope of  the 
prior art which it does not ensnare. Thus, courts have 
held that the burden of  producing evidence to chal-
lenge the validity of  a hypothetical claim rests with the 
accused infringer.5 In other words, the accused infringer 
bears the burden of  producing evidence to challenge a 
hypothetical claim, but the burden of  proving patent-
ability of  the hypothetical claim remains with the paten-
tee.6 Although this general division of  the ensnarement 
burden is well recognized, as discussed below, courts 
have discretion in how the hypothetical claim analysis 
is used.

B. The Hypothetical Claim  
in Practice

Generally, the parties will propose a hypothetical 
claim and a court will decide what is a proper hypo-
thetical claim to literally cover the accused products.7 A 
hypothetical claim may broaden the claim to cover the 
accused device.8 However, the claim should not be nar-
rower.9 The Federal Circuit has held that the hypotheti-
cal claim analysis is not an opportunity to redraft the 
claims, and “one cannot, in the course of  litigation and 
outside of  the PTO, cut and trim, expanding here, and 
narrowing there, to arrive at a claim that encompasses 
an accused device, but avoids the prior art.” 10 For exam-
ple, in Streamfeeder, LLC v. Sure-Feed Systems, Inc., 
the Federal Circuit noted that the district court erred 
in adopting patent holder’s (Streamfeeder’s) proposed 
hypothetical claim because it broadened the claims 
to cover the prior art but narrowed a particular claim 
limitation at issue. When the narrowed limitation was 
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removed, the court held that the hypothetical claim read 
on the prior art which was provided by the Sure-Feed 
(the accused infringer). 11

In some instances, the parties will agree to a hypotheti-
cal claim or a court will decide one. However, in Jang v. 
Boston Scientific Corporation, the Federal Circuit held 
that ultimately it is the patent holder’s burden when 
using the hypothetical claim analysis to propose a proper 
hypothetical claim that only broadens the claim to cover 
the accused product and does not narrow the claim. In 
Jang, Dr. Jang proposed 10 different possible hypotheti-
cal claims, and asserted two of them.12 The district court 
held that Dr. Jang’s hypothetical claims were flawed 
because the claims were narrower than the original claim 
or did not change the scope of the original claim at all. 
Finding no proper hypothetical claim, the court declined 
to conduct any hypothetical claim analysis. The Federal 
Circuit affirmed.

Dr. Jang argued that the district court should have cre-
ated its own hypothetical claim to conduct the ensnare-
ment analysis. However, the Federal Circuit disagreed 
and stated that “the court was under no obligation to 
undertake a hypothetical claim analysis on his behalf.”13 
The Federal Circuit held that “Dr. Jang cannot effec-
tively transfer the responsibility of defining the range of 
equivalents to which he is entitled to the district court.”14 
When using the hypothetical claim analysis, the bur-
den of proof that a patent holder is entitled to its DOE 
theories, starts with constructing a proper hypothetical 
claim. If  a proper hypothetical claim (i.e., a claim that is 
only broadened to cover the accused product) cannot be 
drafted without reading on the prior art, then the court 
reasons that the DOE theories ensnare the prior art.15 
Accordingly, because Dr. Jang failed to submit a proper 
hypothetical claim, he was unable to meet his burden 
and the jury verdict finding infringement was properly 
vacated.16

C. Decided by a Court
Similar to prosecution history estoppel, the Federal 

Circuit has determined that the ensnarement defense is 
a legal limitation on the application of the doctrine of 
equivalents, and thus, is applied as a question of law. 
The Federal Circuit reasoned that ensnarement like 
prosecution history estoppel limits the scope of equiva-
lents that a patentee is allowed to assert and this limita-
tion is imposed even if  a jury has found infringement.17 
Accordingly, ensnarement is typically determined by the 
court either before or after the jury trial, in a summary 
judgement motion, JMOL, or separate ensnarement pro-
ceeding after a jury verdict.18

For example, ensnarement can be raised in a sum-
mary judgement motion. In Opticurrent, LLC v. Power 
Integrations, Inc.,19 the defendant argued in its summary 
judgement motion that patent holder’s reading of the 
claim ensnared the prior art. In this case, the judge had 
already noted during the claim construction proceeding 
that the claims did not include features which the defen-
dant was arguing ensnared the prior art, and thus, the 
defendant’s motion on ensnarement was not successful.

Alternatively, as mentioned above in Jang v. Boston 
Scientific Corporation, the district court held a trial 
on ensnarement after the jury found infringement and 
vacated $86 million (totaling more than $200 million 
with interest) in damages.20 Earlier this year, the pat-
ent holder, Dr. Jang, petitioned for writ of  certiorari 
to the Supreme Court. In this petition, Dr. Jang argues 
that the ensnarement defense violates patent holders’ 
Seventh Amendment right to a jury trial because it 
allows a district court to reexamine a jury’s verdict on 
infringement.21 Dr. Jang argues that prior art should be 
submitted to the jury with expert testimony to deter-
mine whether there is infringement under the doctrine 
of  equivalents.22 Practitioners will learn shortly whether 
the Supreme Court takes up the constitutionality of 
ensnarement.

Although courts have generally determined that 
ensnarement is for the court to decide, the Federal Circuit 
has left open the possibility of a jury determining this 
outcome. In DePuy Spine, Inc. v. Medtronic Sofamor 
Danek, Inc., the Federal Circuit noted that if  the district 
court determines that a hypothetical claim could be pre-
sented to the jury without confusing the jury, then the 
ensnarement defense may be submitted to the jury.23 
Additionally, it is important to note that while ensnare-
ment is a matter of law, the Federal Circuit has recognized 
that there may be factual disputes, such as the Graham 
factors for obviousness—“(1) the scope and content of 
the prior art, (2) the differences between the prior art an 
d the claimed invention, (3) level of ordinary skill in the 
art, and (4) any relevant secondary considerations.”24 In 
these instances, similar to prosecution history estoppel, 
the court may hear expert testimony and consider other 
extrinsic evidence. 25 Thus, even if  ensnarement is a ques-
tion of law, courts may still consider factual inquiries that 
this defense raises.

D. Conclusion
While the ensnarement defense can be complex, as 

recent cases make clear, untangling the weeds and know-
ing the intricacies of this defense can be helpful to both 
patent holder and the accused infringer.
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