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W
       hile there have been 
numerous articles 
debating the mer-
its of TC Heartland, 

this article instead assumes that the 
Supreme Court’s ultimate decision 
changes the venue standards for 
corporate defendants facing patent 
infringement actions. Several com-
mentators have noted that defendants 
in many pending cases have already 
waived venue-based defenses. But 
some defendants have preserved 
these defenses, and patent own-
ers will continue filing new patent 
infringement actions. Corporations 
should begin considering steps they 
can take to best position themselves 
for avoiding unwanted jurisdictions 
in a post-TC Heartland world.

For decades, corporations have 
grown accustomed to facing pat-
ent infringement lawsuits in district 
courts across the United States, with 
large case concentrations occur-
ring within only a few venues. The 
rise in popularity of such districts 
has been attributed in part to the 
Federal Circuit’s 1990 decision in 
VE Holding, which tied venue to 
personal jurisdiction. Following VE 
Holding, patent owners have been 
able to bring patent lawsuits against 
corporations in any venue satisfying 

the “minimum contacts” standard 
established in the Supreme Court’s 
International Shoe decision and its 
progeny, see, e.g., North American 
Philips v. American Vending Sales 
, 35 F.3d 1576, 1577 n.1 (Fed. Cir. 
1994), (noting that “the venue issue 
is subsumed in the personal juris-
diction issue”). In practice, this 
standard has been relatively easy to 
satisfy, see, e.g., ATEN International 
v. Emine Technology , 261 F.R.D. 112, 
121 (E.D. Tex. 2009), (“As has been 
discussed, Emine’s placement of its 
products into the stream of its com-
merce with its intention that those 
products be sold around the U.S. 
subjects it to personal jurisdiction 

in Texas.”). The battlefield has thus 
shifted to defendants seeking trans-
fer from the patent owner’s chosen 
district pursuant to 28 U.S.C. Section 
1404. Defendants have sometimes 
found even this relief unavailable 
absent a successful petition to the 
Federal Circuit for a writ of manda-
mus, see, e.g., In re Google, No. 2017-
107, (Fed. Cir. Feb. 23).

Assuming the Supreme Court 
overrules the Federal Circuit’s 
prior decision in VE Holding, what 
options do companies have to posi-
tion themselves to either avoid 
unwanted jurisdictions or target 
desired jurisdictions? In this article, 
we analyze how district courts will 
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likely determine venue. In addi-
tion, we provide considerations 
and possible tips for how corpo-
rate defendants may better position 
themselves regarding venue going 
forward. This articles also addresses 
how the change in venue law would 
potentially effect differentially situ-
ated companies in terms of indus-
try and locations.

The ‘New’ Test for Patent Venue 
for Corporate Defendants

The statute governing venue in 
patent cases provides two options: 
the judicial district “where the 
defendant resides” or “where the 
defendant has committed acts of 
infringement and has a regular and 
established place of business.” The 
dispute in TC Heartland centers on 
what “resides” means in the first 
option, see brief for petitioner at i, 
TC Heartland v. Kraft Foods Group 
Brands, __ U.S. __ (No. 16-341). In 
VE Holding , the Federal Circuit 
held that “where the defendant 
resides” is determined by the gen-
eral venue statute, see VE Holding 
v. Johnson Gas Appliance , 917 F.2d 
1574, 1584 (Fed. Cir. 1990), which 
states that corporate defendants 
reside “in any judicial district in 
which such defendant is subject to 
the court’s personal jurisdiction ... ,” 
28 U.S.C. Section 1391(c). The peti-
tioner has argued that the Supreme 
Court should restore the interpre-
tation of “where the defendant 
resides” that it had in place prior 
to the Federal Circuit’s decision in 
VE Holding, which looked only at 
the corporation’s place of incor-
poration. Accordingly, if the peti-
tioner succeeds in TC Heartland, 

the two options for patent venue 
will once again be: where the defen-
dant is incorporated or where the 
 defendant both (a) has committed 
acts of infringement and (b) has 
a regular and established place of 
business. 

Patent Infringement Venue 
Based Upon Incorporation

The vast majority of U.S. compa-
nies are incorporated in Delaware 
for numerous reasons and these 
reasons will almost always out-
weigh any possible consideration 
of incorporating a company in 
another state to avoid patent juris-
diction. Thus, most companies 
will still be subject to venue in 
the District of Delaware. For those 
companies not incorporated in 
Delaware, they will still be subject 
to venue in the district for (or, for 
those companies incorporated in 
multi-district states, at least one 
district within) their respective 
state of incorporation.

Venue Based Upon Acts of 
Infringement and a Regular and 
Established Place of Business 

Beyond incorporation, plaintiffs 
will have to demonstrate that the 
corporate defendant both “commit-
ted acts of infringement and has 
a regular and established place 
of  business.” Each of these issues 
is fact intensive, leaving corpo-
rate defendants with potential 
avenues to use to avoid unwanted 
 jurisdictions.

With respect to the “acts of 
infringement” prong, plaintiffs 
will have to show that the defen-
dants themselves (as opposed to, 

for example, their customers) per-
formed acts of infringement within 
the district. For direct infringe-
ment, defendants should care-
fully analyze the complaint and 
the asserted claims to determine 
whether the plaintiffs can actually 
identify any actual acts occurring 
inside the district. Some infringe-
ment theories for method claims, 
for example, may rely entirely on 
servers or other electronic devices 
located outside the district, as in 
Continental Circuits v. Intel, No. 
CV16-2026 PHX DGC, (D. Ariz. Feb. 
21), (dismissing direct infringement 
allegations because the amended 
complaint did not allege that “any 
of the steps of a patented process” 
were used “in the United States”). 
As another example, no actual sales 
or offers to sell may have occurred 
within the district. Defendants can 
proactively scrutinize their business 
practices to reduce the likelihood 
that they could be accused of per-
forming direct acts of infringement 
within unwanted jurisdictions. 
Defendants should also scrutinize 
whether they can avoid or eliminate 
acts occurring in undesirable dis-
tricts that might constitute indirect 
 infringement.

As to the “regular and established 
place of business” prong, prior to VE 
Holdings, courts were split on what 
was required to determine whether 
a corporate defendant had a “regular 
and established place of business” 
within a district. See, e.g., Hemstreet 
v. Caere , No. 90 C 377, (N.D. Ill. 
June 6, 1990) (“Exactly what fac-
tors and the weight to be given the 
various factors concerning a defen-
dant corporation’s activities within 
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the district has been the subject 
of diverse judicial opinions which 
often reach opposite conclusions on 
nearly identical facts.”). The Federal 
Circuit decided one case addressing 
this prong—In re Cordis—in which 
the court reviewed cases from pre-
vious circuits and held that “the 
 appropriate inquiry is whether 
the corporate defendant does its 
business in that district through a 
permanent and continuous pres-
ence there and not ... whether it 
has a fixed physical presence in the 
sense of a formal office or store.” In 
re Cordis Corp., 769 F.2d 733, 737 
(Fed. Cir. 1985). District court cases 
decided between In re Cordis and VE 
Holdings that applied this test often 
ended up analyzing and relying 
upon several factors. Patent owners 
frequently accused defendants of 
having “a permanent and continu-
ous presence” via the salespersons 
living or otherwise operating within 
the district. District courts often 
analyzed similar factors, such as 
whether and to what degree sales-
persons (1) were given offices, cars, 
or other facilities; (2) were autho-
rized to accept orders; (3) stocked 
inventory or samples; and (4) pro-
vided technical assistance. See, e.g., 
Minnesota Mining & Manufacturing 
v. Johnson & Johnson, No. Civ. 4-86-
359, (D. Minn. Jan. 2, 1987). Given 
that nearly 30 years have passed 
since this line of cases were truly 

relevant, the law will likely need 
to account for technological devel-
opments. One district court that 
applied the “regular and estab-
lished place of business” test after 
VE Holdings held that “soliciting a 
state’s customers through a website, 
without more, is insufficient to show 
a regular and established place of 
business in that state.” IP Company 
v. Tropos Networks, No. 1:06-cv-
0585-CC, (N.D. Ga. Oct. 5, 2012).

Given the fact-intensive nature 
of this inquiry, just how proactive 
companies can be to avoid unfa-
vorable jurisdictions will depend 
on the nature of the companies’ 
respective business but numer-
ous opportunities are available to 
thoughtful companies. If courts 
actually reach a consensus that at 
least certain internet activities do 
not constitute a “regular and estab-
lished place of business,” many 
companies may find themselves 
in a position where they can limit 
their susceptibility to venue. Those 
companies could impose certain 
limitations on their sales activi-
ties within certain districts (such 
as relying solely on internet sales 
within certain districts). Other com-
panies might consider dividing up 
their businesses, leaving one entity 
responsible for repairs and another 
entity responsible solely for sales. 
Additionally, companies should 
consider whether it is practicable to 

have one single entity responsible 
for sales in an unfavorable jurisdic-
tion, and another entity responsible 
for sales elsewhere. Although the 
law will likely remain in a state of 
flux for several years, companies 
will at least have available once 
again options for avoiding or chal-
lenging patent venue.

Conclusion

As shown above, the options 
available to a company to push 
patent cases toward or away from 
a  particular district court will 
greatly vary not only on the type 
of company in question, but also 
the importance of patent infringe-
ment cases to the company and 
the ability of the in-house legal 
team to modify any company prac-
tices or legal structures to address 
patent venue. Both in-house and 
outside counsel should consider 
various approaches for specific 
companies on whether and how to 
address venue in patent infringe-
ment cases.
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