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How 'TC Heartland' May 
Impact Patent Ven·ue 

If 'VE Holding' is overturned1 foreign defendants· may be sued more frequently 
in venues in which their U.S. subsidiaries reside or are incorporated. 

BY ROB MAIER AND JOSH SIBBLE 

IN MARCH, THE U.S. SUPREME COURT HEARD ARGUMENTS 

in TC Heartland v. Kraft Food Brands Group, a closely watched 
case concerning venue in patent infringement cases. 

The issue in TC Heartland concerns the proper reading 
of the term "resides" in the patent venue statute. Under the 
Federal Circuit's 1990 decision in VE Holding v. Johnson Gas 
Appliance, a patent defendant may be sued in any district 
where it sells its accused products. Since VE Holding, patent 
plaintiffs have in many cases had carte blanche in choosing 
where to sue, particularly for defendants selling products 
nationwide. In TC Heartland, the Supreme Court is urged 
to overturn VE Holding and restore the prior, more stringent 
venue standard, which would limit venue in patent cases to 
districts where defendants are incorporated or have an es
tablished place of business. 

Whatever the outcome, TC Heartland will have impor
tant implications for patent litigation, particularly for pop
ular patent venues such as the Eastern District of Texas. 
Accordingly, the case has received a great deal of attention 
from commentators, and dozens of amicus briefs have been 
filed. One area that has received less attention, however, is 
what impact, if any, TC Heartland will have in patent cases 
against foreign defendants. 

Venue in patent cases is governed by 28 U.S.C. Section 
1400(b), which provides that venue is appropriate either: 
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(1) "in the judicial district where the defendant resides," or 
(2) "where the defendant has committed acts of infringe
ment and has a regular and established place of business." 
The term "resides" is not defined in Section 1400(b), but 
the general venue statute, 28 U.S.C. Section 1391(c), defines 
residency as including "any judicial district in which such 
defendant is subject to the court's personal jurisdiction,'' 
which, for patent purposes, covers any district where the de
fendant sold allegedly infringing goods. 

In a 1957 ruling in Fourco Glass v. Transmirra Products, 
the Supreme Court held that the definition of residency in 
Section 1391(c) does not apply to Section 1400(b), and that 
corporate residence for patent venue purposes was limited to 
the place of incorporation. This was the law until 1990, when 
the Federal Circuit, in VE Holding, decided that Congress 
had overruled Fourco with its 1988 amendments to Section 
1391(c) by adding the phrase "[f]or purposes of venue under 
this chapter." According to the Federal Circuit, since Section 
1400(b) is in the same chapter as Section 1391(c), and Con
gress could have but did not make any exceptions to its broad 
amendment, " [ o Jn its face, Section 13 91 ( c) clearly applies to 
Section 1400(b ), and thus redefines the meaning of the term 
'resides' in that section.'' Under VE Holding, patent plaintiffs 
have been able to sue in any district in which defendants sold 
allegedly infringing products, including over the internet. 



TC HEARTLAND 
Kraft Foods sued TC Heartland, an Indiana LLC, for pat
ent infringement in the District of Delaware. Heartland 
is not registered to do business in Delaware and does not 
have an established place of business there. However, a 
small amount of Heartland's allegedly infringing products 
were shipped to Delaware. 

Heartland moved to dismiss or transfer, arguing that 
under 28 U.S.C. Section 1400(b), it does not reside in 
Delaware. Relying on VE Holding, the district court de
nied Heartland's motion. Heartland petitioned the Fed
eral Circuit for a writ of mandamus, which the Federal 
Circuit denied. 

At the Supreme Court, Heartland contends that VE 
Holding's reading of Section 1391(c) was incorrect, and in 
any case that Congress has subsequently removed the lan
guage relied on in that case. Heartland asks the Supreme 
Court to overturn VE Holding and restore the Fourco rule 
that Section 1400 is the exclusive venue statute for patent 
cases. 

POTENTIAL IMPACT ON FOREIGN CORPORATIONS 
This raises the question of the possible impact of TC Heart
land on foreign patent defendants . An amicus brief filed 
in support of Kraft in the Federal Circuit noted that only 

Section 1391, not Section 1400, 
provides for venue against foreign 
patent defendants. According to the 
brief, limiting patent venue to Sec
tion 1400(b) could make it impos-

The U.S. Supreme court 
In Washington, D.C. Argu-
ments in 1T.C. Heartland' 

were heard March 27. 

sible to sue foreign defendants for patent infringement in 
the United States. 

However, the question of venue for foreign patent defen
dants has long been settled. In 1972, the Supreme Court in 
Brunette Machine Works v. Kockum Industries held that Sec
tion 13 91, not Section 1400, governed venue in a patent suit 
involving a foreign corporation. Specifically, the court noted 
the "longstanding rule that suits against alien defendants are 
outside" specific venue statutes and reaffirmed the rule that 
a foreign defendant may be sued in any district. 

Thus, it seems likely that, no matter the outcome in TC 
Heartland, the Brunette decision will remain intact, and ven
ue for foreign defendants will continue to lie in any district. 

But what if a patent holder wants to sue both a foreign 
corporation and its U.S. subsidiary in the same case? This is 
a common approach to patent suits for a nuruber of reasons. 
For example, it is generally easier to get discovery from a 
named defendant rather than a third party. Also, a plaintiff 
may not know precisely which entity, parent or subsidiary, 
performs which accused functions. And, in some cases, the 
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bulk of the damages may be based on the U.S. subsidiary's 
sales to consumers. There are also larger hurdles for serving 
process on a foreign defendant. 

Therefore, while TC Heartland may have little or no 
direct impact on venue for foreign defendants, as a practi
cal matter, it may end up impacting venue choices. Even if 
foreign defendants could continue to be sued in, say, the 
Eastern District of Texas regardless of the TC Heartland 
outcome, plaintiffs may nevertheless prefer to keep related 
defendants together for the sake of efficiency, joint infringe
ment, or other reasons, and sue in a proper venue for the 
U.S. subsidiary. 

The bottom line is: ff VE Holding is overturned, for
eiq-n defendants may, as a practical matter, be sued more 
frequently in venues in which their U.S. subsidiaries reside 
or are incorporated, even though Brunette could still allow 
foreign corporations to be sued anywhere. As a result, an 
increased share of patent case filings may shift to another 
"hot" district-Delaware-but may also spread to Nevada 
and other common states of incorporation, as well as the 
Northern District of California, the Southern District of 
New York, and other districts where industry is incorporat
ed or physically located. The net result may well be a more 
even spread of patent case filings across the country. 
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CONCLUSION 
While it is always dif
ficult to predict how 
the Supreme Court will 
rule, the court appears 
poised to restore the 
Fomw decision and limit 
venue for patent in
fringement cases in TC 

Heartland. The legal reasoning of Brunette may be unaffected 
by any outcome in TC Heartland, and , in :my event, foreign 
defendants will have to be suable somewhere. That some
where is likely to continue to be any judicial district. But, for 
practical reasons, the focus may shift to other districts that 
rise to prominence after TC Heartland, which would result in 
a more even spread of patent cases across all districts. 

Baker Botts partner Rob Maier, based in New York, is an IP and 
patent trial lawyer with extensive experience advising multina
tional clients across a broad spectrum of technologies. Baker Botts 
senior associate Josh Sibble is also based in New York, and his 
practice spans across patent litigation, patent prosemtion, licens
ing, and opinion work in a variety of technology areas, as well as 
trademark litigation and counseling. 
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