
T
he telecommunications 
company Sprint has seen 
its profile rise recently in 
the area of patent law as (1) 
the U.S. Court of Appeals for 

the Federal Circuit just addressed 
two of Sprint’s appeals challenging 
lower court patent infringement ver-
dicts adverse to it, and (2) Sprint 
achieved just this month a large 
damages jury verdict in a patent 
case against Time Warner Cable. 
In the appealed cases, the Federal 
Circuit affirmed lower court rulings 
finding infringement and damages. 
This article addresses each of these 
decisions.

‘Prism’

In Prism Tech. v. Sprint Spectrum 
L.P., 2016-1456 (Fed. Cir. March 6, 
2017), Sprint requested that the 
Federal Circuit find that the district 
court erred in (1) allowing Prism 
to modify its claim construction, 

(2) admitting an AT&T settlement 
agreement, (3) applying the wrong 
legal standard in deciding its motion 
for a new trial, and (4) admitting 
Prism’s cost savings damages evi-
dence. Prism, Slip Op. at 7. The Fed-
eral Circuit rejected each of Sprint’s 
challenges.

First, with respect to the claim con-
struction issue, Sprint tried to exclude 
the testimony of Prism’s expert, John 
Minor, on the basis that his testimony 
modified the district court’s construc-
tion of a claim term. The district court 
allowed the expert testimony, hold-
ing that it was not contrary to the 
adopted claim construction.

The asserted claims in the case 
are directed to a method for access-
ing resources through an “Internet 
Protocol network,” which the dis-
trict court construed to refer to 
certain “untrusted” networks with 
“no controlling organization.” Id. 
Minor testified that Sprint’s back-
haul networks constituted an “Inter-
net Protocol network” because no 
single organization controls them 
in aggregate. Id. at 8. The Federal 
Circuit found that Minor did not 
alter the claim construction, but 
correctly interpreted the scope 
of the claims, specifically that the 
“Internet Protocol network” could 
encompass networks that “in the 
aggregate” have “no controlling 
organization.” Id. The court held 
that whether Sprint’s backhaul 
network actually constitute such an 
aggregate network was a question 
of fact which was properly resolved 
by the jury.

Second, with respect to the AT&T 
settlement agreement, Sprint tried 
to exclude a settlement agreement 
entered between AT&T and Prism for 
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the asserted patents. Sprint argued 
that the AT&T settlement agreement 
was not comparable to the hypo-
thetical license in its case and would 
be unfairly prejudicial under Rule 
403. The district court allowed the 
agreement to be admitted.

The Federal Circuit noted that 
it has recognized that “depending 
on the circumstances, a license 
agreement entered into in settling 
an earlier patent suit sometimes 
is admissible in a later patent suit 
involving the value of the patented 
technology, and sometimes is not.” 
Id. at 11. Reviewing the circum-
stances of the case, the court noted 
that Sprint itself had also introduced 
a number of Prism licenses for the 
asserted patents that resulted from 
litigation settlements. In addition, 
Prism also supplied other evidence, 
such as “what the AT&T settlement 
agreement itself says about attribut-
ing amounts to particular patents” 
and “evidence about the compara-
bility of AT&T’s and Sprint’s uses 
of the [asserted] patents’ technol-
ogy, and the lesser uses made by 
licensees in the lower-amount Prism 
settlements that Sprint empha-
sized.” Id. at 15. Accordingly, the 
court found no abuse of discretion 
in admitting the AT&T settlement 
agreement into evidence. The court 
also found that Sprint had waived 
its remaining arguments regarding a 
categorical rule barring the admis-
sion of patent licenses because it 
failed to preserve the arguments at 
the district court.

Third, with respect to the motion 
for a new trial, Sprint argued that 
“the district court considered 
only whether the weight of the evi-
dence supported the jury’s verdict 
and ignored Sprint’s allegations of 
legal error.” Id. at 22. The Federal 
Circuit noted that simply because 
the district court did not mention 
the argument in its opinion did not 
mean it failed to consider Sprint’s 
allegations of legal error.

Fourth, with respect to admitting 
Prism’s cost savings damages evi-
dence, Prism presented evidence 
for damages based on estimating 
costs that Sprint avoided by infring-
ing. Prism argued that a reasonable 
royalty would reflect the cost Sprint 
would have incurred if it chose not 
to infringe, which in this case would 
be the costs of building a private 
backhaul network instead of leasing 
the backhaul services from third-
party providers. Sprint argued that 
Prism’s damages model was not suf-
ficiently tied to the “footprint” of 
the invention because Prism did 
not “invent” backhaul networks. Id.

The Federal Circuit held that a 
patentee may “tie proof of damages 
to the claimed invention’s footprint 
in the market place” by showing 
that “the defendant’s infringement 
allowed it to avoid taking a differ-
ent, more costly course of action.” 
Id. at 24. Prism’s experts showed 
that without a license, Sprint would 
have designed around the patented 
invention by building its own private 
backhaul network; and Sprint did 

not present a different non-infring-
ing alternative. The court held that 
the jury properly credited the only 
theory presented to it.

Finally, the Federal Circuit rejected 
Prism’s cross-appeal for an account-
ing and ongoing royalties to award 
additional monetary relief cover-
ing infringement by Sprint past 
the period to which the jury ver-
dict was limited. The court found 
that the district court did not abuse 
its discretion in finding the jury’s 
award included compensation for 
“future” and “ongoing” infringement, 
and thus Prism was not entitled to 
additional monetary relief. Id. at 29.

‘Comcast’

In Comcast IP Holdings I v. Sprint 
Comm. Co., 2015-1992 (Fed. Cir. 
March 7, 2017), Sprint requested 
that the Federal Circuit find that 
(1) the district court erred in its 
construction of two claim terms, 
(2) there was insufficient evidence 
for the jury to find infringement, 
and (3) the district court erred in 
its award of prejudgment interest. 
Comcast, Slip Op. at 11-21. Once 
again, the Federal Circuit rejected 
each of Sprint’s challenges.

First, the Federal Circuit addressed 
two separate claim construction 
issues. The first related to the 
claimed “switched telecommunica-
tion system” in the asserted ’008 
patent. Id. at 11. Sprint contended 
the claim term must exclude any 
element of a datagram-based sys-
tem, in order to be consistent with 
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the “fundamental requirement” of 
the ’008 patent that a phone call 
must “travel[] over a predeter-
mined bearer channel all the way 
from the caller to the call destina-
tion.” Id. The Federal Circuit found 
Sprint’s claim construction argu-
ment unpersuasive and irrelevant 
because it would not have changed 
the infringement verdict. The court 
held that even if Sprint prevailed 
on its claim construction argument, 
it failed to demonstrate how the 
accused systems do not infringe 
the ’008 patent.

The second claim construction 
issued raised by Sprint related to 
the claim term “parsing” in the 
asserted ’916 and ’046 patents. Id. at 
16. Both patents involved a method 
for forming a domain name by “pars-
ing” a number string into a domain 
name. The Federal Circuit held that, 
again, Sprint did not explain in its 
opening brief how under its purport-
edly correct claim construction the 
infringement verdict would have 
been changed. Thus, Sprint waived 
any argument that it was prejudiced 
by the allegedly incorrect construc-
tion of the claim term.

Second, with respect to the evi-
dence on which the jury relied to 
find infringement, Sprint complained 
that there was insufficient evidence 
for the jury to find that the “call 
destination” limitation of the ’008 
patent was infringed. Id. at 13. The 
parties did not ask for a construc-
tion of this term, so the jury was 
asked to apply its plain and ordinary 

meaning. Sprint argued that the call 
destination must be the “final point 
of the path of a call,” but Comcast 
only presented evidence that a call 
destination was “any point” on a call 
flow. Id. at 14. The Federal Circuit 
rejected Sprint’s argument, reason-
ing that Sprint was making a claim 
construction argument regarding 
the meaning of “call destination,” 
but disguising it as a challenge 
to the sufficiency of evidence of 
infringement. Id. The court noted 
that Sprint was essentially asking 
it to construe the “call destination” 
to mean the final point of the path 
of a call.

Third, with respect to prejudg-
ment interest, Sprint argued that the 
district court erroneously charged 
Comcast with prejudgment interest 
beginning in 2006 (even though two 
of the three asserted patents had 
not issued until 2012). Sprint noted 
that because the two patents (the 
’046 and ’008 patents) had not yet 
issued in 2006, there could not be 
infringement of them in 2006 as a 
matter of law. Sprint contended that 
the district court’s award of prejudg-
ment interest for these patents was 
an abuse of discretion, and it instead 
should have apportioned prejudg-
ment interest based on the royalty 
periods covered by the individual 
patents.

The Federal Circuit, however, 
noted that the parties agreed that 
any damage award should take the 
form of a lump sum royalty pay-
ment, and the jury was instructed 

that the lump sum should run from 
the date of the earliest hypothetical 
negotiation. Comcast’s expert had 
agreed that the earliest hypothetical 
negotiation date would have been 
the date of first infringement of the 
’916 patent in 2006 (provided the 
’916 patent was infringed). The jury 
was also instructed that the hypo-
thetical negotiators would have 
employed the “book of wisdom” 
looking forward in time from the 
date of the hypothetical negotiation 
and would have taken into account 
the issuance of the later patents.

The jury found that the ’916 patent 
was infringed, and thus the hypo-
thetical negotiation would have 
occurred in 2006. Because the jury 
awarded a lump sum royalty result-
ing from a single hypothetical nego-
tiation that took place in 2006, the 
court held that there was no need 
for the district court to apportion 
prejudgment interest. “Prejudg-
ment interest runs from the earliest 
date of infringement for any patent 
issued at the time of the hypotheti-
cal negotiation.” Id. at 21.
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