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By RoBeRt L. MaieR of BakeR Botts LLP

T he	leahy-Smith	america	Invents	act,	
enacted	 into	 law	by	President	obama	
on	 September	 16,	 2011,	 is	 the	 cul-

mination	 of	 years	 of	 hard	 work,	 lobbying,	
politics,	 and	 a	 congressional	 record	 dat-
ing	back	several	congresses	to	2005.1	the	
goals	 of	 the	 act,	 as	 reflected	 in	 Senator	
leahy’s	 comments	 to	 congress,	 were	 to	
“improve	 the	 application	 process	 by	 tran-
sitioning	 to	 a	 first-inventor-to-file	 system;	
improve	 the	 quality	 of	 patents	 issued	 by	
the	uSPto	by	introducing	several	quality-
enhancement	measures;	 and	provide	more	
certainty	in	litigation.”2	While	these	stated	
goals	 all	 appeared	 to	 hinge	 on	 improve-
ments	 in	 our	 patent	 system,	 many	 of	 the	
provisions	 –	 upon	 closer	 inspection	 and	
in	 light	 of	 the	 legislative	 history	 –	 may	
have	different	motivations	and	effects	alto-
gether,	 perhaps	 influenced	 in	 part	 by	 the	
political	climate,	the	timing	of	the	election	
cycle,	and	america’s	loss	of	manufacturing	
and	 jobs	 and	 struggle	 to	 compete	 in	 the	
world	economy.	In	effect,	some	of	the	most	
potent	 changes	 in	 the	aIa	 may	do	 less	 to	
strengthen	 our	 patent	 laws	 and	 more	 to	
incentivize	trade	secrets.	

THE AMERICA INVENTS “TRADE 
SECRET” ACT?

It	 is	no	surprise	 that,	given	 the	current	
state	 of	 the	 u.S.	 economy	 and	 regularly-
reported	employment	 figures,	 the	 job	mar-
ket	 presents	 a	 political	 lightning	 rod,	 and	
is	 an	 issue	 that	 has	 proliferated	 deeply	
throughout	 the	 media	 and	 government.	 It	
is	 likewise	 no	 surprise	 that,	 at	 least	 in	
part,	 the	 america	 Invents	 act	 has	 been	
touted	 a	 cure	 for	 the	 ailing	 economy,	 and	
as	 a	 job-creation	 measure.3	 But	 it	 may	 be	
surprising	 that	 the	 new	 america	 Invents	
act	 –	 first	 and	 foremost	 a	 patent	 reform	
legislation	–	actually	 includes	a	variety	of	
unstated	effects	that	incentivize	the	protec-
tion	of	 trade	secrets,	 in	tension	with	tradi-
tional	u.S.	patent	policies	of	strong	patent	
protection	 and	 disclosure	 of	 inventions	 to	
the	 world.	 as	 discussed	 herein,	 several	
provisions	 of	 the	 act	 actually	 promote	 the	
keeping	of	inventions	as	trade	secrets	–	as	
opposed	to	the	open	disclosure	to	the	world	
required	 by	 our	 patent	 system	 –	 in	 part	

as	 a	 measure	 to	 give	 corporations	 doing	
business	in	the	united	States	a	leg-up	over	
foreign	competitors	in	the	world	economy.	

Section 102 and First To …  
Keep Secret?

under	 prior	 case	 law,	 secret	 “on	 sale”	
activities	 had	 previously	 been	 considered	
patent-defeating	 statutory	 bars.	 Pfaff v. 
Wells Electronics, Inc.,	525	u.S.	55	(1998).	
other	secret	pre-aIa	activities,	though	not	
necessarily	applicable	as	prior	art	 to	 third	
parties,	were	similarly	 found	 to	be	patent-
defeating	 art	 at	 least	 as	 to	 the	 inventor	
himself.	 For	 example,	 a	 judicially-created	
extension	 of	 the	 statutory	 bars	 –	 charac-
terized	 as	 a	 “forfeiture”	 doctrine	 –	 was	
developed	 in	 connection	 with	 private	 and	
prolonged	 commercial	 uses	 by	 an	 inven-
tor.	Metallizing Engineering Co. v. Kenyon 
Bearing & Auto Parts Co.,	153	F.	2d	516,	
520	(ca2	1946).”	

these	and	related	decisions	were	based	
on	 strong	 public	 and	 patent	 policies	 dis-
couraging	secret	commercial	uses	by	penal-
izing	those	prolonged	commercial	uses	with	
a	 bar	 or	 “forfeiture,”	 because,	 contrary	 to	
the	 incentives	 of	 our	 patent	 system,	 they	
deny	the	public	the	benefit	of	the	invention,	
and	effectively	extend	the	term	of	the	patent	
grant	assuming	the	inventor	eventually	files	
for	 and	 obtains	 a	 patent.	 as	 the	 Supreme	
court	 noted,	 quoting	 the	 legendary	 Judge	
learned	 Hand,	 “it	 is	 a	 condition	 upon	 an	
inventor’s	right	to	a	patent	that	he	shall	not	
exploit	 his	 discovery	 competitively	 after	
it	 is	 ready	 for	 patenting;	 he	 must	 con-
tent	 himself	 with	 either	 secrecy,	 or	 legal	
monopoly.”	Pfaff v. Wells Electronics, Inc.,	
525	 u.S.	 55	 (1998)	 (quoting	 Metallizing 
Engineering Co. v. Kenyon Bearing & Auto 
Parts Co.,	153	F.	2d	516,	520	(ca2	1946).	
that	decision	calculus,	however,	may	now	
be	changing.

the	 revised	 section	 102(a)(1)	 includes	
new	arguably	ambiguous	language	that	has	
been	debated	in	various	legal	commentary.	
the	 new	 section	 provides	 that	 a	 person	
will	 be	 entitled	 to	 a	 patent	 unless	 “the	
claimed	invention	was	patented,	described	
in	 a	printed	publication,	 or	 in	public	use,	
on	 sale,	 or otherwise available to the pub-
lic	 before	 the	 effective	 filing	 date	 of	 the	
claimed	 invention.”	 (emphasis	 supplied).	
Some	 have	 interpreted	 the	 italicized	 lan-
guage	 as	 merely	 a	 catch-all,	 seeking	 to	

capture	 other	 unspecified	 types	 of	 disclo-
sures	 to	 the	public,	but	not	as	necessarily	
bearing	on	the	series	of	items	preceding	it	
(“patented,	described	in	a	printed	publica-
tion,	or	in	public	use,	on	sale”).	according	
to	 this	 reading,	 the	 prior	 precedent	 in	 the	
case	 law	 regarding	 the	 secret	 uses	 and/or	
sales	would	not	be	altered.

However,	the	reading	that	arguably	more	
closely	 aligns	 with	 the	 legislative	 history,	
as	 explained	 by	 the	 drafters	 and	 sponsors	
of	 these	 very	 provisions,	 is	 different:	 the	
intention	of	the	language	in	Section	102(a)
(1)	 is	 to	 overturn	 that	 precedent	 in	 the	
case	law	that	created	prior	art	effects	–	as	
against	 the	 inventor	 or	 third	 parties	 –	 by	
secret	 use	 or	 sale	 of	 an	 invention.	 under	
this	 view,	 the	 “or	 otherwise	 available	 to	
the	public”	language	is	a	wholesale	quali-
fier,	 which	 does	 impact	 the	 list	 of	 items	
preceding	 it,	 and	 which	 thereby	 requires	
that	 the	 types	of	activities	which	will	bear	
on	 patentability	 are	 only	 those	 which	 are	
“available	 to	 the	 public.”	 as	 Senator	 Kyl	
explained	on	the	Senate	floor:

as	 chairman	 Smith	 most	 recently	
explained	 in	 his	 June	 22	 remarks,	
“contrary	 to	 the	 current	 precedent,	
in	 order	 to	 trigger	 the	 bar	 in	 new	
102(a)	 in	 our	 legislation,	 an	 action	
must	make	the	patented	subject	mat-
ter	 ‘available	 to	 the	 public’	 before	
the	 effective	 filing	 date.”	 …	 When	
the	committee	included	the	words	‘or	
otherwise	available	 to	 the	public’	 in	
section	102(a),	the	word	“otherwise”	
made	clear	 that	 the	preceding	 items	
are	things	that	are	of	the	same	quality	
or	nature.	as	a	result,	 the	precedent	
events	and	things	are	limited	to	those	
that	make	the	invention	“available	to	
the	 public.”	 the	 public	 use	 or	 sale	
of	 an	 invention	 remains	 prior	 art,	
thus	 making	 clear	 that	 an	 invention	
embodied	in	a	product	that	has	been	
sold	 to	 the	 public	 more	 than	 a	 year	
before	 an	 application	 was	 filed,	 for	
example,	can	no	longer	be	patented.	
once	 an	 invention	 has	 entered	 the	
public	domain,	by	any	means,	it	can	
no	 longer	 be	 withdrawn	 by	 anyone.	
But	 public	 uses	 and	 sales	 are	 prior	
art	 only	 if	 they	 make	 the	 invention	
available	to	the	public.

Senator	Kyl	also	clarified:
Finally,	 I	 would	 note	 that	 the	 inter-
pretation	of	102	that	some	opponents	
appear	to	advance	–	that	non-disclos-
ing	uses	and	sales	would	remain	prior	
art,	and	would	fall	outside	the	102(b)	
grace	period	–	is	utterly	irrational.

The Big Secret of the  
America Invents Act
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congressional	 record,	 Senate,	 Sept.	
8.	2011	at	S5431
these	statements	echo	comments	made	

months	 earlier	 in	 the	 record	 by	 others	 in	
congress,	 further	 confirming	 that	 the	 law	
of	Metalizing Engineering	 and	 related	 law	
discussed	above,	which	 recognizes	 certain	
secret	 uses	 and	 secret	 sales	 as	 patent-
defeating	prior	art,	is	dead:4

one	 of	 the	 implications	 of	 the	point	
we	 are	 making	 is	 that	 subsection	
102(a)	was	drafted	in	part	to	do	away	
with	precedent	under	current	law	that	
private	offers	for	sale	or	private	uses	
or	 secret	 processes	 practiced	 in	 the	
united	States	that	result	in	a	product	
or	 service	 that	 is	 then	 made	 pub-
lic	 may	 be	 deemed	 patent-defeating	
prior	 art.	that	will	 no	 longer	be	 the	
case.	In	effect,	the	[aIa]	imposes	an	
overarching	 requirement	 for	 avail-
ability	to	the	public…	.	
congressional	 record	 Volume	 157,	
number	 35	 (Wednesday,	 March	 9,	
2011),	Senate,	S1496-S1497.
accordingly,	 the	 revised	 102	 provision	

apparently	 removes	 the	 prior	 art	 effect	 of	
private	 uses	 and	 private	 offers	 for	 sale,	
and	 instead	 limits	 the	 categories	 of	 prior	
art	only	to	those	“available	to	the	public.”	
as	 a	 result,	 the	 forfeiture	 that	 previously	
penalized	 inventors	 for	 maintaining	 their	
inventions	as	trade	secrets	for	some	period	
of	 time	 longer	 than	 a	 year	 is	 no	 longer	
applicable,	 and	 inventors	 are	 left	with	 the	
option	 to	 practice	 their	 invention	 as	 trade	
secrets	for	now	and	still	patent	those	same	
inventions	 later	 (assuming,	 of	 course,	 that	
no	other	inventor	files	a	patent	application	
claiming	the	same	subject	matter	first).	not	
only	could	an	inventor	secretly	practice	the	
invention	without	impact	to	his	right	to	seek	
patent	 protection	 later,	 but	 he	 could	 also	
theoretically	 sell	 the	 invention,	 assuming	
that	sale	is	not	an	open	sale	to	the	public,	
but	 rather	 a	 secret	 sale	 (for	 example,	 the	
sale	of	inventive	manufacturing	equipment	
from	 one	 corporation	 to	 another	 pursuant	
to	a	confidentiality	agreement	and	without	
that	equipment	becoming	“available	to	the	
public”).	the	change	presents	a	consider-
ably	altered	dynamic	for	those	considering	
patent	protection	in	certain	instances	–	and	
arguably	 favors	 trade	 secret	 depending	 on	
the	subject	matter	to	be	patented	and	other	
business	considerations.

The (Secret/Internal) Commercial  
Use Defense

other	 aIa	 provisions	 likewise	 include	
trade	 secret-promoting	 effects.	 a	 second	
example	 is	 the	 defense	 to	 patent	 infringe-

ment	based	on	prior	commercial	use,	which	
per	Section	5	of	 the	aIa	is	now	expanded	
to	apply	to	all	activities	(not	solely	business	
methods,	 as	 was	 initially	 promulgated	 in	
the	 1999	 american	 Inventor’s	 Protection	
act).	 the	 defense	 provides	 a	 safe	 harbor	
for	 an	 accused	 infringer	 who	 had	 been	
commercially	using	a	process	for	more	than	
a	 year	 prior	 to	 another’s	 application	 for	
a	 patent	 covering	 that	 process	 –	 thereby	
doing	 away	 with	 the	 significant	 risk	 that	
might	 otherwise	 exist	 for	 an	 inventor	 who	
maintains	 as	 a	 trade	 secret	 his	 invention,	
and	who	could	otherwise	later	be	sued	and	
enjoined	from	practicing	that	invention.

note	that,	unlike	many	of	the	other	aIa	
changes	 that	 erase	 territorial	 distinctions	
from	patent	law	(e.g.,	the	remodeling	of	102,	
which	expands	the	definitions	of	prior	art	to	
include	events	happening	anywhere	 in	 the	
world,	without	the	territorial	limitation	that	
used	to	exist	in	connection	with	public	uses	
and	sales),	this	section	includes	an	express	
limitation	 to	 cover	 only	 processes	 per-
formed	“in	the	united	States.”	the	impetus	
for	that	was	spelled	out	on	the	Senate	floor	
on	 Sept.	 8	 of	 this	 year	 by	 Senators	 leahy	
and	 Blunt,	 who	 concede	 the	 purpose	 is	
to	 encourage	 u.S.	 companies	 (or	 foreign	
companies	doing	business	here)	to	maintain	

manufacturing	 processes	 as	 trade	 secrets	
(it	 “can	 be	 of	 great	 benefit	 to	 keeping	
high	paying	 jobs	 in	 this	 country	by	giving	
uS	 companies	 a	 realistic	 option	 of	 keep-
ing	 internally	 used	 technologies	 as	 trade	
secrets.”).	the	goals	of	stronger,	safer	trade	
secret	 protection	 here	 in	 the	 u.S.	 –	 as	 a	
means	to	keeping	manufacturing	jobs	from	
moving	abroad	–	were	further	discussed	at	
length	by	congress,	e.g.:

Blunt:	 “as	 the	 distinguished	 chair-
man	of	the	committee	on	the	Judiciary	
knows,	such	prior	user	rights,	if	prop-
erly	 crafted	 and	 understood,	 can	 be	
of	great	benefit	to	keeping	high	pay-
ing	 jobs	 in	 this	 country	 by	 giving	
u.S.	 companies	 a	 realistic	 option	 of	
keeping	internally	used	technologies	
as	trade	secrets.”	
leahy:	 “Madam	 President,	 my	 col-
league	 and	 friend	 from	 Missouri	 is	
correct	 Prior	 user	 rights,	 if	 properly	
crafted	and	asserted,	can	be	of	great	
benefit	 to	 keeping	 high-paying	 jobs	
here	at	home.”

***
Blunt:	 “the	 prior	 user	 rights	 pro-
vided	under	 section	5	of	H.r.	1249	
will	 allow	 developers	 of	 innovative	
technologies	 to	keep	 internally	used	
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technologies	 in-house	 without	 pub-
lication	 in	 a	 patent.	 this	 will	 help	
u.S.	 industry	 to	 keep	 jobs	 at	 home	
and	provide	a	basis	for	restoring	and	
maintaining	a	technology	competitive	
edge	for	the	u.S.	economy.	For	these	
reasons,	 I	believe	 the	Senate	should	
support	 this	valuable	addition	to	the	
america	 Invents	 act	 and	 I	 applaud	
the	 leadership	 of	 my	 friend	 from	
Vermont.”
congressional	 record,	 Senate,	 Sept.	 8,	

2011	at	S5436.
these	same	justifications	were	also	pre-

sented	 by	 congressman	 Smith,	 one	 of	 the	
sponsors	of	the	aIa,	during	a	House	session	
in	 June,	 along	with	his	 concerns	 that	 it	 is	
difficult	 to	 police	 the	 use	 of	 manufactur-
ing	 processes	 abroad	 which	 are	 covered	
by	 u.S.	 patents	 and	 ultimately	 result	 in	
infringement	 by	 virtue	 of	 products	 sent	 to	
u.S.	consumers:

For	 many	 manufacturers,	 the	 patent	
system	 presents	 a	 catch-22.	 If	 they	
patent	 a	 process,	 they	 disclose	 it	 to	
the	 world	 and	 foreign	 manufactur-
ers	 will	 learn	 of	 it	 and,	 in	 many	
cases,	use	it	in	secret	without	paying	
licensing	 fees.	 the	 patents	 issued	
on	manufacturing	processes	are	very	
difficult	 to	 police,	 and	 oftentimes	
patenting	the	idea	simply	means	giv-
ing	 the	 invention	 away	 to	 foreign	
competitors.	on	the	other	hand,	if	the	
u.S.	manufacturer	doesn’t	patent	the	
process,	 then	under	 the	current	sys-
tem	a	later	party	can	get	a	patent	and	
force	 the	manufacturer	 to	stop	using	
a	 process	 that	 they	 independently	
invented	and	used.
congressional	record,	House,	June	23,	

2011	at	H4484.
accordingly,	 the	 expanded	 prior	 com-

mercial	use	defense	likewise	has	–	and	was	
expressly	 intended	 to	 have	 –	 trade-secret	
inducing	effects.

The Second-Best Mode Requirement
Moreover,	Section	15	of	the	aIa	includes	

a	 provision	 that	 will	 preclude	 defendants	
in	 patent	 litigation	 from	 arguing	 that	 the	
asserted	patent	is	invalid	or	unenforceable	
for	failing	to	disclose	the	best	mode	for	car-
rying	 out	 the	 invention.	 the	 effect,	 much	
like	 the	 others	 identified	 above,	 may	 be	
to	encourage	patent	applicants	to	withhold	
from	 the	 world	 the	 most	 valuable	 imple-
mentations	 of	 their	 inventions.	 While	 the	
requirement	 for	 best	 mode	 remains	 in	 35	
u.S.c.	§	112,	there	is	no	longer	any	means	
for	 enforcing	 that	 requirement	 (though	 a	
patent	 litigators	 might	 assert	 some	 other	

defense	–	inequitable	conduct	with	respect	
to	 the	 closely-related	 enablement	 require-
ment,	 or	 unclean	 hands,	 for	 example	 –	
based	on	a	patentee’s	 intentional	omission	
of	 key	 information	 from	 his	 application	
(defenses	 that	would	 likely	be	difficult-to-
impossible	 to	 prove,	 and	 which	 may	 not	
hold	 up	 in	 any	 event	 given	 the	 change	 in	
Section	15	of	the	aIa	and	the	strong	legis-
latie	history)).8	the	best	mode	requirement	
thus	 becomes	 the	 patent	 world	 equivalent	
of	 laws	 against	 jaywalking	 in	 many	 juris-
dictions	–	a	requirement	commonly	ignored	
and	never	enforced.

this	 provision	 is	 arguably	 even	 more	
powerful	for	inventors	than	those	provisions	
identified	 above	 given	 that	 it	 theoretically	
provides	 the	 option	 for	 dual	 rights:	 the	
inventor	 may	 still	 pursue	 patent	 protec-
tion	 for	 his	 or	 her	 invention,	 and	 seek	
broadly-worded	 patent	 claims	 covering	
numerous	different	implementations,	while	
at	the	same	time	maintaining	in	secret	(and	
thus	 keeping	 from	 the	 world)	 his	 or	 her	
best	 mode	 for	 practicing	 the	 invention.9	

the	 choice	 between	 patent	 protection	 and	
trade	 secret	 protection	 was	 traditionally	 a	
mutually-exclusive	 one,	 but	 this	 provision	
may	afford	inventors	with	an	opportunity	to	
both	have	and	eat	 their	patent	 rights	cake	
–	 contrary	 to	 Judge	 Hand’s	 axiom	 that	 an	
inventor	 must	 content	 himself	 with	 either	
secrecy,	or	legal	monopoly.”10

CONCLUSION
Based	 on	 the	 commentary	 from	 the	

drafters	 and	 sponsors	 of	 the	 legislation,	
it	 appears	 that	 the	 issues	 of	 jobs	 and	 the	
protection	of	u.S.	innovation	were	forefront	
considerations	 in	 connection	 with	 at	 least	
several	 provisions	 of	 the	 aIa.	 In	 some	
respects,	 these	 new	 trade	 secret-favoring	
provisions	 may	 be	 a	 response	 to	 u.S.	 job	
losses	 to	 china	 and	 other	 manufacturing	
countries,	but	 also	 a	 response	 to	 concerns	
about	weak	intellectual	property	protection	
in	other	parts	of	the	world.	

Surely	the	titans	of	the	patent	world	will	
continue	 to	 file	 massive	 numbers	 of	 patent	
applications	 in	 their	 attempts	 to	 gain	 a	
stronghold	in	certain	emerging	technologies	
and	exclude	competition	from	others	here	in	
the	 u.S.	 Indeed,	 in	 most	 instances,	 the	
strength	and	value	of	patent	protection	will	
remain	the	norm.	However,	in	some	instances	
and	to	the	extent	that	companies	abroad	have	
been	capitalizing	on	u.S.-based	innovation,	
and	then	implementing	at	less	cost	the	same	
inventive	 technologies	 published	 in	 u.S.	
patents,	certain	industries	and	fact	patterns	
may	 now	 favor	 trade	 secret	 law.	 oddly	
enough	 –	 and	 despite	 the	 tension	 between	

the	secret	nature	of	trade	secret	law	and	the	
strong	policy	motivation	of	disclosure	in	our	
patent	system	–	the	extra	incentive	to	forego	
patent	protection	may	have	come	in	guise	of	
a	legislation	intended	to	strengthen	our	pat-
ent	system.		 IPT

The views expressed herein are the author’s 
own and do not reflect the views of Baker 
Botts LLP.

With thanks to Paul F. Morgan for his 
insights and comments in connection with 
this article.
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