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I. Patentability Requirements 

A. Inventorship/Invention and Priority Dates 

1. Priority from Previous Applications 

a. Written Description Requirement 

Lack of written description in intervening application severed priority chain despite 
incorporation of earlier application in chain.  “The Board, however, considered the ’707 
application’s incorporation by reference and found it did not outweigh the evidence that 
the ’707 application relies entirely on rigid eyelets. Because the ’707 application denigrates 
flexible eyelets and exclusively describes alternatives to overcome their disadvantages, we 
cannot say the Board’s finding was unreasonable.” Arthrex, Inc. v. Smith & Nephew, Inc., 
2018-2140, 5/27/22 (citation omitted). 

2. Corroboration 

“While the majority of corroboration cases involve issued patents, our cases have also 
required corroboration of testimony that an individual is an inventor of a potentially 
invalidating prior art reference that is not a patent.” Google LLC v. IPA Techs. Inc., 2021-
1179, 5/19/22. 

a. Inventor’s Documents 

“Dr. Moran’s testimony as to his technical contributions was sufficiently corroborated by 
his being named as a co-author on the Martin reference, his role within the OAA project, 
Cheyer’s acknowledgement of Dr. Moran’s technical contributions to the OAA project, 
and Dr. Moran’s being named on the related ’931 patent.” Google LLC v. IPA Techs. Inc., 
2021-1179, 5/19/22. 

B. Prior Art Invalidity 

1. Reference Disclosure 

a. Disclosure to POSITA 

“[T]he perspective of a person of skill in the art is important in both the written description 
and the anticipation inquiries.” Novartis Pharm. Corp. v. Accord Healthcare Inc., 2021-
1070, 1/3/22. [reversed on panel rehearing in Novartis Pharm. Corp. v. Accord Healthcare 
Inc., 2021-1070, 6/21/22] 

2. Anticipation (§ 102) 

a. Known By Others In This Country 

“The portions of the reference being considered must be relied upon and relevant to 
establishing obviousness. Otherwise, a party challenging a patent could artificially alter the 
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inventive entity for comparison by citing extraneous portions of a multi-inventor prior art 
reference, thereby making it “by others” even if the portions of the reference necessary for 
establishing obviousness had the same inventive entity as the challenged patent.” Google 
LLC v. IPA Techs. Inc., n. 3, 2021-1179, 5/19/22. 

b. On Sale Bar 

i. Experimental Use (See also f.i) 

“[T]he district court properly recognized that “the inventors’ subjective intent is of minimal 
importance,” pivoting to “the objective evidence” of the contract.” Sunoco Partners Mktg. 
& Terminals L.P. v. U.S. Venture, Inc., 2020-1640, 4/29/22. 

Reversing determination of experimental use: “But while it is true that the agreement 
allocated the cost of installation to MCE (up to $450,000), that does not mean Equilon 
“exchanged no value for the equipment it received.” Rather, Equilon purchased MCE’s 
equipment by committing to buy MCE’s butane. That’s a sale.” “These tests are not 
experiments, but are acceptance tests to confirm.” Sunoco Partners Mktg. & Terminals L.P. 
v. U.S. Venture, Inc., 2020-1640, 4/29/22. 

When the “agreement begins by expressly describing the transaction as a sale, without 
reference to any experimental purpose”, it was error to treat different sections as 
independent such that there is no sale. Sunoco Partners Mktg. & Terminals L.P. v. U.S. 
Venture, Inc., 2020-1640, 4/29/22. 

3. Obviousness (§ 103) 

a. Motivation/Apparent Reason to Combine/Modify 

i. Evidence of Reasons not to Combine 

“[G]eneric industry skepticism cannot, standing alone, preclude a finding of motivation to 
combine . . . while specific evidence of industry skepticism related to a specific 
combination of references might contribute to finding a lack of motivation to combine, 
that’s not what we have here.” Auris Health, Inc. v. Intuitive Surgical Operations, Inc., 
2021-1732, 4/29/22 (emphasis in original). 

C. Invalidity Based on § 112 

1. Written Description (¶ 1) 

a. Alternative Species 

“The Prophetic Trial’s disclosure of two other dosages does not detract from the written 
description of the claimed dose. Nor do disclosures of dosage ranges in other areas of the 
specification lead away from the claimed dose.” Novartis Pharm. Corp. v. Accord 
Healthcare Inc., 2021-1070, 1/3/22. [reversed on panel rehearing in Novartis Pharm. Corp. 
v. Accord Healthcare Inc., 2021-1070, 6/21/22] 
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b. Unclaimed Properties 

Appelant argued that no one, including the inventors, knew that the claimed dose would be 
effective as of the priority date.  “That argument fails for two reasons. First, efficacy is not 
a requirement of the claims.”  Novartis Pharm. Corp. v. Accord Healthcare Inc., 2021-
1070, 1/3/22. [reversed on panel rehearing in Novartis Pharm. Corp. v. Accord Healthcare 
Inc., 2021-1070, 6/21/22] 

c. Negative Limitations 

“Silence is generally not disclosure.” “When the specification is itself silent regarding a 
negative limitation, testimony from a skilled artisan as to possibilities or probabilities that 
the recited element would be excluded would not suffice, lest such testimony could 
effectively eliminate the written description requirement.”  Novartis Pharm. Corp. v. 
Accord Healthcare Inc., 2021-1070, 6/21/22 (panel rehearing decision reversing previous 
decision). 

“A specification that describes a reason to exclude the relevant negative limitation is but 
one way in which the written description requirement may be met.” Novartis Pharm. Corp. 
v. Accord Healthcare Inc., 2021-1070, 1/3/22. [reversed on panel rehearing in Novartis 
Pharm. Corp. v. Accord Healthcare Inc., 2021-1070, 6/21/22] 

“The district court credited this expert testimony.” “Based on that evidence, the court 
concluded that the “absence of an immediately preceding loading dose from the 
specification, and from the Prophetic Trial, would tell a person of skill that loading doses 
are excluded from the invention.” We discern no clear error in that finding.” Novartis 
Pharm. Corp. v. Accord Healthcare Inc., 2021-1070, 1/3/22. [reversed on panel rehearing 
in Novartis Pharm. Corp. v. Accord Healthcare Inc., 2021-1070, 6/21/22] 

d. Four Corners v. Expert/Fact Testimony 

“We find no clear error in the district court’s reliance on expert testimony in finding 
description of the 0.5 mg daily human dose in the EAE experiment results.” Novartis 
Pharm. Corp. v. Accord Healthcare Inc., 2021-1070, 1/3/22. [reversed on panel rehearing 
in Novartis Pharm. Corp. v. Accord Healthcare Inc., 2021-1070, 6/21/22] 

2. Indefiniteness (¶ 2) 

a. Valid 

i. Useable by Accused Infringer’s Expert 

Challenger’s expert’s “ability to determine that prior art disclosed a self-similar 
microphone configuration” supported conclusion that the self-similar term “has a definite 
meaning.” ClearOne, Inc. v. Shure Acquisition Holdings, LLC, 2021-1517, 6/1/22. 
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ii. Intrinsic evidence definition 

“The claim language itself provides guidance on what this term means—the outer catheter 
must have “shape memory,” (claim 1) and “sufficient stiffness,” (claim 13). Numerous 
dependent claims further inform the meaning of this term by providing exemplary resilient 
materials of which the outer catheter could be made.” Niazi Licensing Corp. v. St. Jude 
Medical S.C., Inc., 2021-1864, 4/11/22 (citations omitted). 

“[T]he written description provides an exemplary material that can be used to make a 
pliable inner catheter, explaining that the inner catheter is more flexible than the outer.” 
Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 4/11/22. 

b. Claims with Relative Terms 

“True, descriptive words (or terms of degree) in a claim may inherently result in broader 
claim scope than a claim defined with mathematical precision. But a claim is not indefinite 
just because it is broad.” Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 
4/11/22. 

II. Other Defenses 

A. Lack of Subject Matter Jurisdiction 

1. Declaratory Judgment Jurisdiction 

a. Controversy of “sufficient immediacy and reality” based on 
the “totality of the circumstances” 

i. Threats Against Customers 

“The district court’s opinion does not include such an analysis of the intervention choice, 
and in the absence of such an analysis, we do not see how the decision not to intervene in 
the first suit [against the DJ plaintiff’s customer] on the patents counts materially against a 
finding of a reasonable apprehension of suit.” Mitek Sys., Inc. v. United Services 
Automobile Ass’n, 2021-1989, 5/20/22. 

Determining whether there is a “reasonable potential that [infringement claims against a 
supplier] could be brought . . . requires separate consideration of the separate types of 
infringement (notably, direct infringement, inducement of infringement, and contributory 
infringement) of the claims of the patents-in-suit, and of the bearing on any infringement 
of such claims of the fact stressed by the district court—namely, that [] customers 
customize [supplier’s] software.” Mitek Sys., Inc. v. United Services Automobile Ass’n, 
2021-1989, 5/20/22. 

ii. Indemnity Requests from Customers 

“The character of the indemnity demands received and the precise scope of the 
corresponding indemnity agreements may bear heavily on the sufficiency of Mitek’s 
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indemnity-based interest in obtaining the requested declaratory judgment that can be 
sought based on that interest—namely, a declaration of its customer’s nonliability because 
of noninfringement or invalidity of the patents at issue.” Mitek Sys., Inc. v. United Services 
Automobile Ass’n, 2021-1989, 5/20/22. 

b. Discretionary 

“Where a discretionary decision rests on an inadequate explanation and might well be 
different without the deficiencies, we may vacate the decision and remand for 
reconsideration.” Mitek Sys., Inc. v. United Services Automobile Ass’n, 2021-1989, 
5/20/22. 

c. Procedural Evidentiary Burdens 

“In the specific setting of a case-or-controversy challenge, the Fifth Circuit has said that a 
challenge is “factual” rather than “facial” “if the defendant ‘submits affidavits, testimony, 
or other evidentiary materials.’”” “The Fifth Circuit’s approach reflects the generally 
recognized facial/factual distinction in the treatment of jurisdictional challenges.”  Mitek 
Sys., Inc. v. United Services Automobile Ass’n, n.2, 2021-1989, 5/20/22. 

“The required analysis also should be clear about whether the Rule 12(b)(1) motion is being 
treated as presenting a facial or a factual challenge and whether the preconditions for 
treating such a motion as a factual challenge were met.” Mitek Sys., Inc. v. United Services 
Automobile Ass’n, 2021-1989, 5/20/22. 

B. Lack of Personal Jurisdiction 

1. Over Patentee 

a. Negotiations 

Patentee satisfied minimum contacts requirement when it “sen[t] multiple letters and claim 
charts [asserting] patent infringement and also travel[ed] to [the forum] to discuss these 
accusations.” Apple Inc. v. Zipit Wireless, Inc., 2021-1760, 4/18/22. 

2. Fair Play and Substantial Justice 

“[A] right holder should be permitted to send a notice letter to a party in a particular forum 
to try to settle disputes without being haled into court in that forum.” “But this policy 
cannot control the inquiry—it must be considered together with the other Burger King 
factors.” “[Patentee] went beyond attempting to resolve its dispute with [the alleged 
infringer] outside of court; it amplified its allegations of infringement after [the alleged 
infringer] stated it did not need a patent license, and [Patentee], in the end, sued [the alleged 
infringer] for patent infringement.” Apple Inc. v. Zipit Wireless, Inc., 2021-1760, 4/18/22 
(emphasis in original). 
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a. Defendant Burden 

“[E]vidence in support of hardship is a single sentence in [an inventor’s] declaration. We 
view this general assertion of hardship, without supporting evidence—beyond the single 
sentence—as unpersuasive.”  Apple Inc. v. Zipit Wireless, Inc., 2021-1760, 4/18/22 
(internal quotations omitted). 

3. Jurisdictional Discovery 

“[T]he district court abused its discretion in not allowing jurisdictional discovery on the 
record before it. In front of the magistrate judge, UMass made more than clearly frivolous, 
bare allegations that L’Oréal S.A. was subject to personal jurisdiction, either because 
L’Oréal S.A. introduced the accused products into the stream of commerce or because 
L’Oréal USA operated as L’Oréal S.A.’s agent in certain potentially relevant respects.” 
University of Massachusetts v. L’Oréal S.A., 2021-1969, 6/13/22. 

III. Literal Infringement 

A. Summary Judgment/JMOL 

1. Role of Claim Construction 

District Court’s relied on its construction requiring a buffer and the asserted patent’s 
separate use of the labels buffers and caches to grant SJ that components called caches in 
the accused product could not satisfy the buffer of its construction.  CAFC vacated.  “The 
district court did not decide, and the record does not establish, that “cache” is a term of 
such uniform meaning in the art that its meaning in the ’213 patent must be relevantly 
identical to its meaning when used by those who labeled the pertinent components of the 
accused edge servers.” Sound View Innovations, LLC v. Hulu, LLC, 2021-1998, 5/11/22. 

2. Based on Accused Infringer’s Evidence 

Noninfringement summary judgment affirmed where accused infringer’s instructions 
“direct the user to [perform a first step] first, followed by [a second step] (if desired), 
whereas claim 11 requires [the second step] followed by the [first step]. The two methods 
are opposite.” “[W]e agree with the district court that it is simply “too speculative a leap to 
conclude that any customer actually performed the claimed method.”” Niazi Licensing 
Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 4/11/22. 
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B. Indirect Infringement 

1. Induced Infringement 

a. Intent to Induce 

i. Good Faith Belief in Ownership 

JMOL of no induced infringement should have been granted because of findings made with 
respect to willfulness that accused infringer had a “reasonable interpretation of the contract 
provisions,” under which “[accused infringer] had no liability to [exclusive licensee] for 
patent infringement” because the contract would not have given the exclusive licensee any 
rights under that interpretation. Roche Diagnostics Corp. v. Meso Scale Diagnostics, LLC, 
2021-1609, 4/8/22. 

IV. Relief 

A. Entire Market Value Rule/Convoyed Sales 

1. Apportionment 

a. Comparable Licenses 

Court analyszed a “license [that] granted rights in the [asserted] patent, and it plainly 
reflected the value that the contracting parties settled on for the patent. As the starting point 
for [the expert]’s analysis, it provided sufficient evidence of “already built[-]in 
apportionment.”” Pavo Sols., LLC v. Kingston Tech. Co., 2021-1834, 6/3/22. 

b. Method Claims 

“Damages should be apportioned to separate out noninfringing uses, and patentees cannot 
recover damages based on sales of products with the mere capability to practice the claimed 
method. Rather, where the only asserted claim is a method claim, the damages base should 
be limited to products that were actually used to perform the claimed method.” Niazi 
Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 4/11/22. 

c. Every Claim Limitation 

“[T]he invention to be valued is only the practicing of the entirety of claim 16, including 
all limitations.” Sound View Innovations, LLC v. Hulu, LLC, 2021-1998, 5/11/22. 

B. Willfulness 

1. Insufficient Noninfringement Position 

“[R]eliance on an obvious minor clerical error in the claim language is not a defense to 
willful infringement.” Pavo Sols., LLC v. Kingston Tech. Co., 2021-1834, 6/3/22. 
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2. Opinion of Counsel 

Enhancement overturned where district court incorrectly assessed the evidence to indicate 
that the attorney giving advice did not know about a critical portion of the system.  Sunoco 
Partners Mktg. & Terminals L.P. v. U.S. Venture, Inc., 2020-1640, 4/29/22. 

C. Six Year Limitation Under Section 286 

“Under a straightforward application of Standard Oil, Roche’s press release, customer 
letter, and removal of field restrictions cannot support the jury’s induced-infringement 
verdict because the evidence indicates—and Meso doesn’t dispute—that none of these acts 
occurred within the damages period.” Roche Diagnostics Corp. v. Meso Scale Diagnostics, 
LLC, 2021-1609, 4/8/22. 

D. Reasonable Royalty 

1. Established and Comparable Royalties/License Agreements 

a. License Representations as to Royalty Basis 

“[T]he IPMedia agreement itself says that the 1-cent royalty that CATR received 
represented 25 percent of IPMedia’s profit for sales of its product, so that representation 
provided context for the royalty and was not a separate payment provision. Under the 
circumstances, [the expert]’s testimony [relying on that alleged profit percentage] is not 
unduly speculative, and the district court did not abuse its discretion in declining to exclude 
it.” Pavo Sols., LLC v. Kingston Tech. Co., 2021-1834, 6/3/22. 

2. Royalty Base (See V.B also) 

a. Method Claims 

Expert testimony excluded when expert “included in his damages calculations sales of all 
[components that could be used in the claimed method], even though it was undisputed that 
not all of those sold devices had been used to practice the claimed method. Whether one 
refers to this as failure to “apportion” as the parties and district court did or as failing to 
limit damages to a reasonable approximation of actual infringing uses of the claimed 
method, [the expert]’s failure to account for noninfringing uses of the sold devices was 
legally improper.” Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 
4/11/22 (citations omitted). 

3. Type of Profit Considered 

Not improper to suggest a royalty greater than the cost because “the costs to [appellant] for 
the materials are not the same as the value of the patented feature, so [appellant]’s argument 
compares apples to oranges.” Pavo Sols., LLC v. Kingston Tech. Co., 2021-1834, 6/3/22. 



Active 98703638.1.DOCX 9 

4. Portion of Profit Attributable to the Claimed Invention 
(Apportionment) 

Daubert exclusion affirmed for damages expert’s reliance on a study where the expert “did 
not account for substantial differences between the circumstances studied by Yao and the 
circumstances of Hulu’s accused streaming services.” Reliance on a second study was also 
foreclosed by the expert not reviewing the study, but only a press release about the study. 
The CAFC quoted the district court’s conclusion that the “press release does not include a 
sufficient, in-depth discussion of the study so that it can be assessed, and then compared to 
the accused technology.”  Sound View Innovations, LLC v. Hulu, LLC, 2021-1998, 
5/11/22. 

E. Lost Profits 

1. Amount of Profit That Would Have Been Made 

Denial of lost profits affirmed where agreements used to calculate the lost profits did not 
accurately assess the profits from the invention.  Sunoco Partners Mktg. & Terminals L.P. 
v. U.S. Venture, Inc., 2020-1640, 4/29/22. 

F. Interest 

Denial of prejudgment interest reversed where “[t]he jury verdict cannot reasonably be 
understood to include interest.” “No testimony to which we have been pointed would have 
given the jury any basis for calculating how to include interest on the 2011 amount to the 
present.” “[T]o show that delay was undue, a defendant must, at least generally, show that 
it was prejudiced.” “[Defendant]’s assertion—presented as evidence of a non-infringing 
alternative design—was clearly not credited by the jury, which found that [defendant] 
would have paid $7 million to license the patent.” “The district court lacked reasonable 
support for its determination that [defendant] had demonstrated prejudice from the five-
year delay in bringing the lawsuit.” Kaufmann v. Microsoft Corp., 2021-1634, 5/20/22. 

V. Claim Construction 

A. Claim Language 

1. Plain and Ordinary Meaning 

a. Disclosed Embodiments 

“How the term is used in the claims and the specification of the patent is strong evidence 
of how a person of ordinary skill would understand the term.” Littelfuse, Inc. v. Mersen 
USA EP Corp., 2021-2013, 4/4/22. 

b. Antecedent Reference 

“The wherein clause refers to “the adenosine concentration applied to the dermal cells,” 
whereas the preceding skin-enhancement clause refers to “topically applying to the skin a 
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composition comprising a concentration of adenosine.” The contrast in the object of the 
variants of the same verb is suggestive of a difference.” University of Massachusetts v. 
L’Oréal S.A., 2021-1969, 6/13/22 (emphases in original). 

c. Multiple Word Limitations Including Modifiers 

“[I]t is important to note that the district court was correct in seeking to give meaning to 
the term “fastening stem” by looking to the meaning of the words “fastening” and “stem” 
as used in the patent.” Littelfuse, Inc. v. Mersen USA EP Corp., 2021-2013, 4/4/22. 

d. Exceptions 

i. Absence of Ordinary Meaning 

Changes in antecedent wording and inconsistent references in dependent claims 
undermined any plain meaning.  “We conclude that the claim language is not plain in the 
respect at issue and that the proper interpretation is determined by the specification and, 
most pointedly, by the prosecution history.”  University of Massachusetts v. L’Oréal S.A., 
2021-1969, 6/13/22. 

2. Open/Closed Claims, Generic and Negative Limitations 

a. Comprising 

i. Methods 

“[T]he fact that the claims are “comprising” claims does not suggest that all other, non-
listed actions must be performed automatically.”  Kaufmann v. Microsoft Corp., 2021-
1634, 5/20/22. 

b. Conjoined Elements 

Where the claim required “inserting the catheter into the coronary sinus” and “the district 
court construed the term “the catheter” to mean “the double catheter,” which is not 
challenged on appeal,” the Federal Circuit agreed that “nothing in the claims requires 
simultaneous insertion and withdrawal of [both components of the double catheter]” and 
“the claims also cover inserting and withdrawing [both components of the double catheter] 
sequentially.” Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 4/11/22. 

c. Identifiers: said, the, a, at least one, each, unitary, plurality, 
first, member, component, particular 

“In this claim, in which care is taken to use “a plurality of” when more than the singular is 
meant, “allocating a buffer” reasonably suggests allocating a single buffer.”  Sound View 
Innovations, LLC v. Hulu, LLC, 2021-1998, 5/11/22. 
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d. Range Limitations and Measurements 

Discussion of differences in amounts in different areas does not broaden measurement 
requirement to cover both areas. “The specification does recognize that the epidermis is 
different from the dermis, which contains the dermal cells, and that when an adenosine-
containing composition is applied topically to the surface of the epidermis, not all the 
adenosine in the composition will penetrate to the dermis and dermal cells. But the passages 
so recognizing do not imply that the invention includes measuring concentrations beneath 
the skin surface after topical application.” University of Massachusetts v. L’Oréal S.A., 
2021-1969, 6/13/22 (citations omitted). 

“The plain language of [the dispute term] does not expressly require an actual 
measurement. Thus, the plain claim language strongly suggests that there is no 
measurement requirement.” Sunoco Partners Mktg. & Terminals L.P. v. U.S. Venture, Inc., 
2020-1640, 4/29/22. 

e. Conjunctions 

“Rather, we have recognized that, in certain contexts, the word “and” can reasonably be 
understood to denote alternatives, rather than conjunctive requirements.”  Federal Circuit 
affirms construction of claim’s use of “and” and encompassing “and/or” because otherwise 
sole embodiment would be excluded. Kaufmann v. Microsoft Corp., 2021-1634, 5/20/22. 

f. Linking Limitations (associated with, aware of, corresponds, 
represents, apply, etc.) 

“The word “applied” is capable of covering both direct application (to the skin surface) 
and indirect application (to the sub-surface layer). (Board noting broad dictionary 
definition of “apply”).” University of Massachusetts v. L’Oréal S.A., 2021-1969, 6/13/22 
(citation omitted). 

3. Typographical/Drafting Errors 

Error properly corrected by district court when “[t]he error is clear from the full context of 
the claim language” and an “alternative correction does not result in different claim scope.” 
Pavo Sols., LLC v. Kingston Tech. Co., 2021-1834, 6/3/22. 

“[N]othing in our case law precludes district courts from correcting obvious minor errors 
that alter the claimed structure.” Pavo Sols., LLC v. Kingston Tech. Co., 2021-1834, 
6/3/22. 

“[C]ourts are not limited to correcting errors that result in linguistic incorrectness.” Pavo 
Sols., LLC v. Kingston Tech. Co., 2021-1834, 6/3/22. 
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4. Functional and Structural Language 

a. Capable/Adaptable/Adjustable Elements 

“[A] “processor for automatically generating an end-user interface.” ’981 patent, col. 377, 
lines 2–5. Those words distinguish the method from a device the method uses, and they 
identify the device used (a processor in a server) by a capability, not by requiring a set of 
steps actually to be performed.” Kaufmann v. Microsoft Corp., 2021-1634, 5/20/22. 

5. Effect of Other Claims 

a. Relationship Between Independent and Dependent Claims 

“By definition, an independent claim is broader than a claim that depends from it, so if a 
dependent claim reads on a particular embodiment of the claimed invention, the 
corresponding independent claim must cover that embodiment as well. Otherwise, the 
dependent claims would have no scope and thus be meaningless.” Littelfuse, Inc. v. Mersen 
USA EP Corp., 2021-2013, 4/4/22 (citations omitted). 

6. Method Claims 

a. Required Order of Steps 

Steps 2 and 3 of a 5-step claim must occur in order because “it is clear from the claim 
language that initial entry into the branch vein, not just further movement once inside the 
branch vein, must take place in the sequence specified.” Niazi Licensing Corp. v. St. Jude 
Medical S.C., Inc., 2021-1864, 4/11/22. 

b. Interaction of Different Steps 

A value received in one step does not have to be used in a subsequent calculation step even 
if the specification describes that use as preferable.  “Simply put, the claim language does 
not tie these two steps together.” Sunoco Partners Mktg. & Terminals L.P. v. U.S. Venture, 
Inc., 2020-1640, 4/29/22.  

c. Required Number of Steps 

A claimed step can be satisfied where all of its requirements are met “just in two steps 
instead of one.”  Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 4/11/22. 
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B. Written Description 

1. Disclosed Embodiment(s) 

a. Presumption of Claim Coverage 

i. Multiple Embodiments 

“The patents describe multiple embodiments that are within the claim scope as the 
“invention.”” “None of these in-scope “invention” embodiments, or other references to 
specific numerical molar concentration figures of 10-3 M to 10-7 M or the like, specify a 
measurement of concentration after seepage through the skin into the dermis—much less 
a measurement of concentration as an amount of adenosine per unit of volume of dermal 
cells. This is significant evidence that the wherein clause is best read to refer to the 
concentration of adenosine in the composition applied to the surface of the skin.” 
University of Massachusetts v. L’Oréal S.A., 2021-1969, 6/13/22. 

2. Interchangeable Use of Terms 

Specification’s use of “or” to link examples does not indicate they are non-overlapping 
alternatives. “The phrases “self-similar or fractal-like” and “self-similar or repeating” are 
not juxtapositions; they equate self-similar to fractal-like or repeating patterns.” ClearOne, 
Inc. v. Shure Acquisition Holdings, LLC, 2021-1517, 6/1/22. 

C. Prosecution History 

1. Issuing Application 

a. Changes Meaning 

i. Limitation Extends Beyond Prior Art 

“Sound View relies on a passage [of the prior art reference]. The applicants, however, did 
not cite that passage in overcoming the rejection . . . .”  Sound View Innovations, LLC v. 
Hulu, LLC, 2021-1998, 5/11/22. 

ii. Limits Less Than Prior Art 

District Court’s disclaimer based on expert’s testimony as to the scope of frequencies in 
the prior art being distinguished was rejected in favor of a more limited disclaimer of 
frequencies attributed to the prior in the applicant’s statements.  “We are left, therefore, 
with the conclusion that the district court relied on extrinsic evidence upon extrinsic 
evidence to draw a bright line in claim scope not suggested anywhere in the intrinsic record. 
Such evidence cannot properly overcome the clarity with which Mr. Nguyen only 
disavowed signals below the audio frequency spectrum.” Genuine Enabling Tech. LLC v. 
Nintendo Co., 2020-2167, 4/1/22. 
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iii. Limits Particular Claim Term 

“Importantly, in describing the amendment to the examiner in the office action response, 
applicants implied that this new wording changed nothing about where the concentration 
was to be measured.” University of Massachusetts v. L’Oréal S.A., 2021-1969, 6/13/22. 

b. Cited References 

“We may look at the prior art the applicants were discussing to determine what the 
applicants’ own words about prior art would mean to a relevant skilled artisan.” Sound 
View Innovations, LLC v. Hulu, LLC, 2021-1998, 5/11/22. 

D. Extrinsic Evidence 

“Extrinsic sources might not have been written for the purpose of illuminating the scope 
of the patent at issue; they might have been written for an audience different from persons 
of ordinary skill in the art; they might suffer from litigation bias; and relatedly, they might 
have been selectively plucked from the unbounded universe of potentially relevant material 
to advance a litigant’s position.” Genuine Enabling Tech. LLC v. Nintendo Co., 2020-
2167, 4/1/22. 

1. Party Admissions/Marking/Expert Testimony/Marketing 

“The district court summarily dismissed [the expert]’s testimony. The district court was 
correct to do so: [the expert] admitted that he had considered the [disputed term] language 
in isolation, not in context as he should have.” Pavo Sols., LLC v. Kingston Tech. Co., 
2021-1834, 6/3/22. 

VI. Procedural Law 

A. Sanctions/Punitive Damages 

“Rule 37(c)(1)(A) contemplates monetary sanctions in a situation such as this, where [a 
party] attempted to circumvent an already-imposed Rule 37 sanction of exclusion by using 
the excluded evidence in connection with its summary judgment motion. Indeed, even 
absent a court order excluding the nondisclosed information, where a party has failed “to 
provide information or identify a witness as required by Rule 26(a) or (e),” Rule 
37(c)(1)(A) permits a court to impose monetary sanctions “caused by the failure” to 
disclose.” Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-1864, 4/11/22. 

Appellant “cites no cases or other authority to suggest that bad faith is required under Rule 
37” to award monetary sanctions.  Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 
2021-1864, 4/11/22. 
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B. Pleadings/Parties 

1. Counterclaims 

a. Compulsory Counterclaims 

“[T]he best understanding of the compulsory-counterclaim rule is that it bars future claims 
but does not authorize rendering adverse judgment on such claims in the same action.” 
Roche Diagnostics Corp. v. Meso Scale Diagnostics, LLC, 2021-1609, 4/8/22. 

C. Discovery/Evidence 

1. Exclusion for Discovery Failures (Rule 37) 

Affirmed district court’s exclusion of “expert report (served after the close of fact 
discovery) [portions] explain[ing] for the first time that [the expert] himself had directly 
infringed claim 11 of the ’268 patent when using St. Jude’s products. There is no dispute 
that Niazi never disclosed this fact to St. Jude during fact discovery. Nor did Niazi ever 
identify [the expert] as a potential fact witness—as required under Federal Rule of Civil 
Procedure 26(a) (initial disclosures) or (e) (supplemental disclosures)—despite being on 
notice of this alleged deficiency in its induced infringement claim.” Niazi Licensing Corp. 
v. St. Jude Medical S.C., Inc., 2021-1864, 4/11/22. 

Affirmed exclusion of damages expert testimony that “relied on several license agreements 
. . . in third-party databases” when accused infringer “specifically requested “[d]ocuments 
that [patentee] may rely on in any way to support its claim for damages” during fact 
discovery” and those “license agreements were not produced during fact discovery, 
depriving [accused infringer] of the opportunity to conduct meaningful discovery with 
respect to these agreements.” Niazi Licensing Corp. v. St. Jude Medical S.C., Inc., 2021-
1864, 4/11/22. 

2. Protective Orders and Sealed Papers 

Sanctions reversed where confidential information subject to “shall be used solely for the 
purpose of this action” restriction was disclosed for purposes of joint defense with another 
action.  “[W]hen read in context, there is a fair ground of doubt as to whether the protective 
order barred Mr. Lee’s disclosure to develop a joint defense strategy.” Static Media LLC 
v. Leader Accessories LLC, 2021-2303, 6/28/22. 

D. Transfer to New Judge or Venue 

1. Appeal 

“Fifth Circuit law appears to preclude [a party] from successfully challenging the transfer 
order in the present appeal, taken after final judgment.” Mitek Sys., Inc. v. United Services 
Automobile Ass’n, 2021-1989, 5/20/22. 
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2. Recusal of Judge for Financial Interest 

Cisco allowed to move for recusal successfully based on ownership of its own stock, i.e., 
a financial interest in its favor, by the judge’s spouse despite Centripetal, the party with the 
contrary interest, not objecting.  “Where a judge becomes aware of a possible appearance 
of impropriety, there is a substantial risk that he or she might bend over backwards to rule 
against that party to try to prove that there is no bias.”  Placing stock into blind trust was 
not divestiture under 455(f).  Centripetal Networks, Inc. v. Cisco Sys., Inc., 2021-1888, 
6/23/22. 

VII. Federal Circuit Appeals 

A. New Arguments/Issues on Appeal/Forfeiture/Waiver/Judicial Estoppel 

1. District Court/ITC Appeals 

a. Claim Construction Forfeiture/Wiaver 

i. Failure to Identify a Claim Construction Dispute 

“A proper claim construction provides a legal standard for the jury to apply, and so the 
requirement of clear, timely raising of an argument for a claim construction reflects the 
strong requirement of timely raising of distinct objections to jury instructions.” The O2 
Micro issue is waived where a party “did not include a definition of the [disputed term] in 
its proposed jury instructions [nor] in the charging conference [] raised the issue [and in] 
the original Markman proceeding, the parties did not request a construction of the word” 
even if in the “summary judgment briefing [in] its reply memorandum … it asserted a need 
for a claim construction under O2 Micro, but it said only that there was “a fundamental 
legal dispute as to the meaning of ‘[the term] in the claims [but] never clearly said that, 
apart from what [the term] means, a construction was needed [or] offered the district court 
a formulation of such a claim construction resolving that scope issue.” Kaufmann v. 
Microsoft Corp., 2021-1634, 5/20/22. 

b. Exceptions 

i. Discretion Not to Apply Waiver 

“The matter of what questions may be taken up and resolved for the first time on appeal is 
one left primarily to the discretion of the courts of appeals, to be exercised on the facts of 
individual cases.” Singleton v. Wulff, 428 U.S. 106, 121 (1976) (cited in Arthrex, Inc. v. 
Smith & Nephew, Inc., n.7, 2018-2140, 5/27/22). 

c. Arguments Not in Granted/Denied Motion on Appeal 

Court concluded that the appellant “failed to raise either argument to the district court in 
post-trial motions, so it failed to preserve the issues for appeal.” Pavo Sols., LLC v. 
Kingston Tech. Co., 2021-1834, 6/3/22. 
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i. New Trial 

“Because [appellant] never sought JMOL or a new trial on the grounds that the district 
court’s curative instruction improperly reconstrued a claim limitation, it forfeited the right 
to seek a new trial on that basis on appeal.” Pavo Sols., LLC v. Kingston Tech. Co., 2021-
1834, 6/3/22. 

2. PTO Appeals 

a. New Arguments at the Federal Circuit 

“Ethicon does not point to where it made this argument before the Board. Instead, it cites 
a portion of its expert’s declaration that was not cited in its papers to the Board. This 
argument is therefore waived.”  Ethicon LLC v. Intuitive Surgical, Inc., 2021-1601, 
5/19/22 (nonprecedential) (citation omitted). 

B. Appellate Jurisdiction 

1. Final Decision/Judgment 

a. Stipulations Based on Markman/Interlocutory Orders 

“Although not expressly stated in the parties’ stipulation of non-infringement, the parties 
have made clear on appeal that their decision to stipulate to non-infringement was based 
on an understanding that under the district courts’ constructions claims 1 and 10 covered 
only a multipiece apparatus. That understanding is consistent with our reading of the 
district court’s orders.” Littelfuse, Inc. v. Mersen USA EP Corp., 2021-2013, 4/4/22 
(citations omitted). 

C. Scope of Claim Construction Review 

1. Claim Construction Modified on Appeal 

a. Vacate and Remand in View of New Construction 

“Although L’Oréal proposes that, if we reverse the claim construction of the wherein 
clause, we could directly enter a judgment of non-infringement, we leave it to the district 
court to determine how to proceed under the new construction.” University of 
Massachusetts v. L’Oréal S.A., 2021-1969, 6/13/22. 

“[T]he district court’s ruling on indefiniteness rel[ies] on resolution of a dispute about 
claim construction.” “[T]he district court erred. Our conclusion eliminates an important 
premise of the indefiniteness determination, warranting vacatur of that determination and 
remand for further proceedings.” University of Massachusetts v. L’Oréal S.A., 2021-1969, 
6/13/22. 
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D. Mootness of Appealed Rulings 

1. Intent Element of Indirect Infringement 

“We agree, however, with the court’s construction of steps 2 and 3 and its determination 
that Niazi failed to meet its burden to prove direct infringement, 3 a necessary element of 
its inducement claim. Accordingly, we affirm on that basis and do not reach Niazi’s 
arguments on specific intent to induce infringement.” Niazi Licensing Corp. v. St. Jude 
Medical S.C., Inc., 2021-1864, 4/11/22. 

E. Harmless Error 

1. Intent to Induce Not Reached 

“We agree, however, with the court’s construction of steps 2 and 3 and its determination 
that Niazi failed to meet its burden to prove direct infringement, 3 a necessary element of 
its inducement claim. Accordingly, we affirm on that basis and do not reach Niazi’s 
arguments on specific intent to induce infringement.” Niazi Licensing Corp. v. St. Jude 
Medical S.C., Inc., 2021-1864, 4/11/22. 

F. Precedent 

1. Panel Rehearing 

Panel rehearing flipped outcome of case.  Novartis Pharm. Corp. v. Accord Healthcare Inc., 
2021-1070, 6/21/22. 

G. Remand Determination 

1. No Resolution of Issues in the First Instance 

“Although L’Oréal proposes that, if we reverse the claim construction of the wherein 
clause, we could directly enter a judgment of non-infringement, we leave it to the district 
court to determine how to proceed under the new construction.” University of 
Massachusetts v. L’Oréal S.A., 2021-1969, 6/13/22. 

a. Motivation to Combine 

“It’s unclear how the Board would parse its impermissible reliance on general industry 
skepticism from the rest of the record evidence on motivation to combine.” “It would be 
inappropriate for this court to weigh that evidence in the first instance on appeal. We 
therefore remand . . . .” Auris Health, Inc. v. Intuitive Surgical Operations, Inc., 2021-1732, 
4/29/22.   
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VIII. Patent Office Proceedings 

A. Inter Partes Review 

1. Constitutionality 

Appellant “argues the Commissioner’s exercise of the Director’s authority to decide 
rehearing petitions violated (1) the Appointments Clause, U.S. Const., art. II, § 2, cl. 2; (2) 
the Federal Vacancies Reform Act (FVRA), 5 U.S.C. § 3345 et seq.; and (3) the 
Constitution’s separation of powers, U.S. Const., art. II, § 3. We do not agree.” “[T]he 
Appointments Clause allows an inferior officer to temporarily wield the powers of an 
absent PAS officer.” Arthrex, Inc. v. Smith & Nephew, Inc., 2018-2140, 5/27/22. 

2. Prior Art to be Considered 

a. Section 112 Issues Relevant to Section 102 or 103 Grounds 

“Section 311(b), however, merely dictates the grounds on which an IPR petition may be 
based, not the issues that the Board may consider to resolve those grounds. S&N complied 
with § 311(b) by asserting invalidity grounds under § 102. And because Arthrex argued 
that ElAttrache is not prior art by claiming priority to the ’280 application, the Board 
needed to determine whether the ’707 application satisfied the written description 
requirement.” Arthrex, Inc. v. Smith & Nephew, Inc., 2018-2140, 5/27/22. 

3. Reconsideration of Time Bar Decisions 

After affirmance of a cancellation decision, “[o]n remand from this court, the Board 
terminated the proceeding due in part to its reconsideration of its decision on the time bar.” 
“We conclude that we lack jurisdiction to review the Board’s decision to vacate its 
institution decision . . . . Accordingly, we dismiss Atlanta Gas’s appeal for lack of 
jurisdiction.” “[T]he Board’s termination decision was based in part on its evaluation of 
the time bar and was not purely a sanctions decision” Atlanta Gas Light Co. v. Bennett 
Regul. Guards, Inc., 2021-1759, 5/13/22. 

4. Interaction with Litigation 

a. Prior Judgment 

“[T]he Patent Trial and Appeal Board subsequently determined that those claims (indeed, 
all claims of those patents) were unpatentable—a decision we later affirmed.  Therefore, 
we vacate the infringement judgment as to those invalid claims.” Sunoco Partners Mktg. 
& Terminals L.P. v. U.S. Venture, Inc., 2020-1640, 4/29/22 (citations omitted). 

5. Sanctions 

“The Board also has discretion to determine whether a party may file a sanctions motion 
in the first place. The Board’s regulations do not obligate it to allow the filing of a sanctions 
motion, let alone sanction a party. The Board did not abuse its discretion in denying 
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ClearOne’s request to file its sanctions motion.” ClearOne, Inc. v. Shure Acquisition 
Holdings, LLC, 2021-1517, 6/1/22 (citation omitted). 
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